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Compania GENERAL DE TABACcos DE Finipinas v. ALHAMBRA CIGAR 


& Cigarette Mre. Co. 
(39 Supreme Court Rep. 224) 


United States Supreme Court 


March 3, 1919 


Trapve-Marks—Treaty or Paris or 1898—Appeat rrom SupreME Court oF 
PuripPineE IsLanps. 

A case in which the Supreme Court of the Philippine Islands held 
that the trade-mark “La Flor de la Isabela,” used upon cigars and 
registered in 1887 under the Spanish sovereignty, was not infringed by 
use of the brand “Isabelas,” said mark being geographical and not 
properly registrable, did not involve Articles 8 and 13 of the Treaty of 
Paris of 1898 in such manner as to give the owner of the mark a right 
of appeal to the Supreme Court of the United States under Section 
248 of the Judicial Code. 

Suit for infringement. The Supreme Court of the Philippine 
Islands, reversing a decree of the Court of First Instance, found 
for defendant, and plaintiff appeals to the Supreme Court of the 


United States. Appeal dismissed. 


Mr. F. C. Fisher, of Manila, P. I., for appellant. 
Mr. H. W. Van Dyke, of Washington, D. C., for appellee. 


Mr. Justice Day delivered the opinion of the Court. 

Suit was brought by the appellant, a corporation organized 
under the laws of Spain, in the Court of First Instance of Manila. 
The complainant set up: That for more than 27 years it had been 
engaged in the business of manufacturing cigars and cigarettes in 
the Philippine Islands. That its factory is known as “La Flor de 
la Isabela,” which name is used upon the packages and containers of 
the products manufactured by complainant and on the advertising 
matter in its cigar and cigarette business. That on April 5, 1887, 
the kingdom of Spain as the sovereign authority in the Philippine 
Islands issued to it, under. laws then in force, a certificate of registra- 
tion and ownership of certain trade-marks and trade-names and 
label designs therein described and enumerated, including the trade- 
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name “La Flor de la Isabela,” conferring the right upon the com- 
plainant to all the benefits appurtenant thereto, including the right 
to prosecute for infringement. That the trade-name has been in 
continuous use solely by the complainant from the issuance of the 
Spanish certificate of registration and ownership to the time of 
bringing suit, except for the acts of the appellee. That by reason 
of the long-continued use of the phrase “La Flor de la Isabela’’ to 
designate its factory and its products the said phrase and sundry 
abbreviations thereof, when applied to the manufactures of tobacco 
as a distinguishing brand or name, had come to have a secondary 
meaning designating and denoting that they are the products of its 
factory. In common parlance the name “La Flor de la Isabela” is 
abbreviated to “Isabelas” when applied to cigars or cigarettes. That 
on or about the first of June, 1914, the defendant, now appellee, a 
corporation organized under the laws of the Philippine Islands, 
engaged in the manufacture and sale of cigars and cigarettes in 
Manila and elsewhere in the Philippine Islands, unlawfully misap- 
propriated to its own use and benefit the word “Isabelas’’ in its 
secondary meaning as a distinguishing brand or name of its tobacco 
products. That the unlawful use of the name “Isabelas”’ as the dis- 
tinguishing brand or name of the products of the defendant is calcu- 
lated to deceive the public into the belief that the goods of the de- 
fendant so designated and branded are the goods manufactured by 
the complainant, and that the use thereof by the defendant will 
cause it irreparable injury. An injunction was prayed against the 
defendant, and an accounting sought. 

The Court of First Instance found in favor of the complain- 
ant because of its exclusive ownership of the Spanish trade-mark, 
and in favor of the defendant on the question of unfair com- 
petition. Upon appeal to the Supreme Court of the Philippine 
Islands, that court found in favor of the defendant upon both issues, 
and directed a reversal of the judgment below. 33 Phil. Rep. 485. 
Appeal to this court was sought and allowed upon the ground that 
the judgment of the Supreme Court was in an action which involved 
the Paris Treaty of 1898 between the United States and Spain, 





>- 


COMPANIA DE TABACOS V. ALHAMBRA CIGAR CO, 179 


because it is therein provided that the property rights of private 
establishments or associations having legal capacity to acquire and 
possess property, and especially the rights of property secured by 
copyrights and patents acquired by Spaniards in the Philippine 
Islands at the time of the ratification of the treaty, shall not be 
impaired, but shall continue to be respected. 

This appeal was perfected before the Act of September 6, 1916, 
39 Stat. 726, c. 448, and is controlled by section 248 of the Judicial 
Code (Act March 3, 1911, ¢. 231, 36 Stat. 1158), which provided 
that this court should have jurisdiction to review, revise, reverse, 
modify or affirm the final judgment and decrees of the Supreme 
Court of the Philippine Islands in all actions, cases, causes, and 
proceedings in which the Constitution, or any statute, treaty, title, 
right, or privilege of the United States is involved. 

The contention is that the provisions of this treaty were in- 
volved in the decision of the Supreme Court thereby authorizing 
this appeal. 

By the Treaty of Paris of 1898 (30 Stat. 1758) Spain ceded to 
the United States the archipelago known as the Philippine Islands. 
In article 8 of the treaty it is provided that the relinquishment or 
cession, as the case may be— 


“* * * cannot in any respect impair the property rights which by law be- 


long to the peaceful possession of property of all kinds, of provinces, munic- 
ipalities, public or private establishments, ecclesiastical or civic bodies, or 
any other associations having legal capacity to acquire and possess property 
in the aforesaid territories renounced or ceded, or of private individuals, of 
whatsoever nationality such individuals may be.” 


Article 13 provides that— 


“the rights of property secured by copyrights and patents acquired by 
Spaniards in the Island of Cuba, and in Porto Rico, the Philippines and 
other ceded territories at the time of the exchange of the ratifications of 
this treaty, shall continue to be respected.” Treaties in Force, 1904, pp. 
722, 725, 726. 


It is the evident purpose of these provisions, in view of the 
cession of territory made by Spain to the United States, to preserve 
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private rights of property, and to provide that the change of 
sovereignty should work no impairment of such rights. 

The Philippine Act of 1902, carried into the section of the 
Judicial Code which we have quoted, intended to give this court 
jurisdiction in cases involving rights secured by the treaty of 1898 
and other treaties of the United States. A good illustration of 
a case of this character is found in Vilas v. Manila, 220 U. S. 345, 
31 Sup. Ct. 416, 55 L. Ed. 491, where certain claims were made 
against the city of Manila, which it was contended survived, not- 
withstanding the cession to the United States. A writ of error was 
sued out to a judgment of the Supreme Court of the Philippine 
Islands denying relief because of its holding that the municipality of 
Manila after the treaty was a totally different corporate entity and 
in nowise liable for debts created under the Spanish sovereignty. 
Exception was taken to the jurisdiction, but this court held that the 
case involved the treaty of 1898, as the question was made to turn 
in the court below upon the consequence of the change of sovereignty 
and the reincorporation of the city after the substituted sovereignty. 
Mr. Justice Lurton, who delivered the opinion of the court, said: 

“This disposes of the question of the jurisdiction of this court grounded 
upon the absence from the petition of the plaintiffs of any distinct claim 
under the Treaty of Paris, since under section 10 of the Philippine Organic 
Act of July 1, 1902, this court is given jurisdiction to review any final de- 
cree or judgment of the Supreme Court of the Philippine Islands where 
any treaty of the United States ‘is involved.’ That treaty was necessarily 
‘involved,’ since neither the court below nor this court can determine the 
continuity of the municipality nor the liability of the city as it now exists 
for the obligations of the old city, without considering the effect of the 
change of sovereignty resulting from that treaty. See Reavis v. Fianza, 
215 U. S. 16, 22 [30 Sup. Ct. 1, 54 L. Ed. 72].” 

In this case no such question is presented. The decision in- 
volved no consideration of treaty rights, nor were the same dis- 
cussed in the judgment in the court below. The Philippine Supreme 
Court in determining the issues, held that the name “Isabela,” which 
appellees were charged with using, was a geographical and descrip- 
tive term and incapable of registration as a trade-mark either under 
the Philippine Act No. 666 (Pub. Laws 1902-1903), or the law as it 
existed under the Spanish régime; that the Spanish trade-name as 
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registered consisted of the words “La Flor de la Isabela” and the 
trade-mark of a shield with certain devices thereon. That the action 
was not for the infringement of the trade-name “La Flor de la 
Isabela,” but was for the violation of the trade-name “Isabela.” 
And that unfair competition was not shown. 

Certainly the treaty, in providing that property rights of this 
class should be respected, did not intend to prevent the consideration 
by the courts of the nature and extent of the rights granted, or 
prohibit the application of laws for the enforcement and regulation 
of such property rights when not in derogation thereof. Philippine 
Act 666, § 14, Comp. of the Acts of the Philippine Com. § 68, itself 
provides that certificates issued under the Spanish sovereignty, un- 
annulled under the royal decree of 1888, shall be conclusive evidence 
of the exclusive right of ownership of such trade-marks or trade- 
names. 

Reliance is had by appellant, to sustain the jurisdiction, on the 
decision of this court in Ubeda v. Zialcita, 226 U. S. 452, 33 Sup. 
Ct. 165, 57 L. Ed. 296 [3 T. M. Rep. 77]. There suit was brought 
upon a trade-mark registered under the Spanish régime. The record 
shows that the appeal was allowed upon two grounds: (1) That the 
amount involved exceeded $25,000; (2) alleged violation of treaty 
rights in the decision that the trade-mark being itself an imitation 
of earlier trade-marks prevented an injunction in favor of its owner. 
As to the treaty claim, this court said (226 U. S. 454, 33 Sup. Ct. 
166 [57 L. Ed. 296]): 

“In such a case [the wrongful appropriation of an earlier mark] the 
Philippine Act denies the plaintiff's right to recover. Act No. 666, § 9. 
See section 12, and No. 744, § 4. * * * It is said that to apply the rule 
there laid down would be giving a retrospective effect to section 9 as against 
the alleged Spanish Grant of December 16, 1898, to the plaintiff, contrary to 
the general principles of interpretation and to article 13 of the Treaty of 
Paris, of April 11, 1899, providing that the rights of property secured by 
copyrights and patents shall continue to be respected. But the treaty, if 
applicable, cannot be supposed * * * to contravene the principle of section 


9, which only codifies common morality and fairness. The section is not 
retrospective in any sense, for it introduces no new rule.” 


Certainly, this was far from holding that a right of appeal ex- 
isted because a right secured by the treaty was involved. 
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The present case was decided upon grounds entirely compati- 


ble with continued respect for the trade-mark and trade-name 


rights granted by the Spanish sovereignty. It results that in the 


sense of the statute, giving a right to review in this court, no treaty 


of the United States was involved in the decree which it is sought 


to reverse. 


or 


The appeal must be dismissed. 





Wiviiam P,. Stark, et AL., v. StarK BrotruHers Nurseries & 


OrcuHarp Co. 
United States Circuit Court of Appeals, Eighth Circuit 
March 25, 1919 


Trape-Marks—I NFRINGEMENT. 

To justify a finding of infringement of a trade-mark, it is not 
necessary that the similitude should be exact. It is sufficient if, taking 
into account resemblance and conditions, the goods complained of are 
so marked that an ordinary purchaser is likely to be deceived thereby. 
Trave-Marks—Use or One’s SuRNAME, 

While a person has a right to use his surname as a mark, without 
being guilty of infringement, this right is subject to the limitation that 
he cannot use his name in a manner tending to mislead, and that he 
must make it clearly appear that the goods are his own and not those 
of a prior user. 

TrapE-MAarKs—APPROPRIATION OF Part oF Mark. 

To constitute infringement of a mark it is not necessary that it be 
appropriated in its entirety, if what is appropriated is misleading and 
likely to cause confusion. 

Trape-Marks—Damaces For INFRINGEMENT—NOTICE OF REGISTRATION. 

In a suit for infringement of a registered trade-mark a party 
cannot recover damages unless he has given notice of registration by 
placing the words “Reg. U. S. Patent Office” on his mark or label, ex- 
cept on proof that the defendant was duly notified of infringement and 
continued to infringe after such notice. 

Unrair Competition—Liapitiry Were Reeisterep Mark INVOLVED— 

JURISDICTION. 

Where the jurisdiction of the District Court depends solely upon 
the fact that there is a federal question involved by reason of the 
registration of the trade-mark under the Act of Congress, there being 
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no diversity of citizenship, there can be no liability on the charge of un- 
fair competition prior to notice under the Act; the unfair competition 
must be an aggravation of the infringement of the registered mark to 
give the court jurisdiction to award damages. 


Appeal from the District Court of the United States for the 
Western District of Missouri. Decree modified. For the case 
in the District Court, see 8 T. M. Rep. 58. 


Xenophon P. Wilfley, of St. Louis, Mo., and Eugene Pearson, 
of Louisiana, Mo. (O. L. Cravens, of Kansas City, Mo., 
Ras Pearson, of Louisiana, Mo., and Wilfley, McIntyre, 
Nardin & Nelson, of St. Louis, Mo., with them on the 
brief), for appellants. 

Andrew B. Remick, of St. Louis, Mo. (John W. Matson, of 
Louisiana, Mo., with him on the brief), for appellee. 


The appellee instituted this action to enjoin the appellants 
from infringing its registered trade-mark and from unfair competi- 
tion, with the usual prayer for damages and an accounting of profits. 

The appellee is a corporation existing under the laws of the 
State of Missouri and the appellants, defendants in the court below, 
are citizens of the same state, the jurisdiction of the court having 
been invoked upon the sole ground of the registration of the trade- 
mark under the Act of Congress of February 20, 1905, and the 
amendments thereto. 

The complaint charges that the plaintiff now is and has been 
since the year 1816, including its predecessors, James Stark, Wil- 
liam Stark, Stark & Barnett, Stark & Company, and Stark Brothers 
Nurseries Company, engaged in the business of propagating, buying 
and selling fruit trees and other nursery stock, and ever since 1893 
marked them with the words “Stark Trees” as its trade-mark, affix- 
ing it to boxes or packages containing its product; that it has in- 
curred great expense in propagating trees and advertising them as 
“Stark Trees” and that this trade-mark has become widely known 
in this and many foreign countries, as indicating a superior grade 
of trees propagated and sold by the plaintiff and its successors; that 
its fruit trees are invariably bought and sold and commonly desig- 
nated as “Stark Trees’; that on January 9, 1913, it filed in the 
United States Patent Office an application for registration of its 
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said trade-mark “Stark Trees” in accordance with the Act of Con- 
gress of February 20, 1905, and its amendments, and on June 24, 
1913, it was duly registered in the United States Patent Office as 
registration No. 92,282; that it claims the exclusive right to the 
trade-mark “Stark Trees” or the word “Stark” on fruit and orna- 
mental trees, and this has always been claimed by its predecessors, 
they being the first to adopt this mark for nursery stock; that in the 
spring of 1913 they found sales of fruit trees, labelled and marked 
with the words “William P. Stark Nurseries,” said words being 
printed across the representation of a short, bushy tree, so arranged 
that the word “Stark” appeared in large, prominent letters, across 
the picture of the trée and the other words in comparatively smaller 
type, which, upon investigation it found was marked and sold by the 
defendants; that defendants well knew of the exclusive use claimed 
by plaintiff of the trade-mark “Stark Trees,” or any simulation 
thereof, and that they used the trade-mark “Stark” in conjunction 
with the representation of a tree with the intent to defraud and de- 
ceive, and have caused their stock to be bought as and for the 
nursery stock of the plaintiff, much to plaintiff's loss and injury to 
the public, and the infringement of plaintiff's registered trade- 
mark, and of its trade-mark rights under the law; that defendants 
were duly notified of their infringement, but continued to do so 
since then; that William P. Stark, one of the defendants, was for 
a number of years an employee, officer and stockholder of plaintiff ; 
during which time he attempted to and did familiarize his personal 
name to readers of the plaintiff's general advertising; that defend- 
ants in 1912 established a nursery business, with the principal office 
at Louisiana, Missouri, the home of plaintiff and its predecessors, 
causing a confusion of mails, which ceased, when by order of the 
Postmaster General all mail addressed to the name of “Stark” 
should be delivered to the plaintiff, whereupon the defendants moved 
their nurseries to Chester, Missouri, and caused the name of the 
town and postoffice of Chester to be changed to “Stark City,” in 
face of the fact that for years prior thereto the plaintiff had ex- 
tensively advertised its addresses at “Stark,” “Starkdale,’ and 
“Stark Station,’ Missouri. That all the offices of the defendants 
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are at Neosho, Missouri, about ten miles from Stark City, while 
all their advertising prominently bears the address “Stark City,” 
causing much annoyance and confusion to the plaintiff; that de- 
fendants in their extensive advertising dwelt upon the fact that the 
name of “Stark’’ had for nearly a century been associated with the 
nursery business of America, and that for the last quarter of a 
century the defendant, William P. Stark, has made the name a sort 
of a trade-mark in big things in nursery work, and that their nursery 
at Stark City would continue to broaden the “Stark’’ nursery busi- 
ness. That the business of plaintiff and its reputation and the 
name of “Stark Trees” had been built up at great labor and expense, 
employing five thousand salesmen. 

The defendants in their answer deny most of the material alle- 
gations, and state that the first notification of the claim of the plain- 
tiff to the trade-mark was in a letter received from it dated August 
26, 1916, many years after they had used the name “Stark” in con- 
nection with their business, and deny that they had any knowledge 
of appellee’s claim to the exclusive right to the use of the trade- 
mark “Stark Trees” until notified by that letter; they deny any in- 
tent to defraud or that appellee has suffered any loss by reason of 
their acts; they deny that the exclusive right to the trade-mark 
“Stark Trees” or the word “Stark” on fruit and ornamental trees 
has been and is now claimed by plaintiff and its predecessors, or 
that plaintiff was the first to adopt and use this trade-mark for 
nursery stock, and if it did, they had no knowledge of it until they 
received the letter of August 26, 1916. They deny that at the time 
the name of Chester was changed to Stark City plaintiff was using 
the address “Stark,” “Starkdale,” or “Stark Station,’ Missouri, 
that for years prior thereto it had not used any of these names nor 
had there ever been a postoffice named “Stark,” “Starkdale,”’ or 
“Stark Station,’ Missouri. They admit that they had advertised 
the location of their nurseries at Stark City, where they are in fact 
located, and their offices at Neosho, Missouri, and that the defend- 
ant William P. Stark had for over a quarter of a century been asso- 
ciated with plaintiff's nursery work. They claim that there can be 
no confusion, as all their sales are made by catalogues and adver- 
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tisements and none by traveling salesmen, while the plaintiff did 
most, if not all, of its business through traveling salesmen, and em- 
phasized in its advertisements that it was located in Louisiana, 
Missouri, while defendants in all their advertisements and catalogues 
emphasized the location of their nurseries at Stark City; that in all 
their advertisements, letters and catalogues they had taken precau- 
tions to refrain from disparaging the plaintiff or its products, and 
that their competition had been fair and open. 

Upon final hearing there was a decree in favor of the plaintiff 
enjoining defendants from the direct or indirect use of the infring- 
ing label, or any colorable imitation of plaintiff's trade-mark, in 
suit; and from putting the word “Stark” prominently at the top of 
its label, or elsewhere in connection with the business of producing, 
advertising and selling nursery stock, in such manner as will not un- 
mistakably differentiate their goods from those of the complainant ; 
and from using the name or address of “Stark City” upon their 
labels, or tags attached to nursery stock, or packages containing 
same, or from using the address “Stark City” in advertising their 
business. The decree also directed a reference to a special master 
to determine all gains and profits which the defendants have de- 
rived by infringing on plaintiff's trade-mark, beginning with the 
llth day of March, 1914, and that the plaintiff also recover from 
the defendants all damages which it has sustained by reason of the 
defendants’ infringement and unfair competition from and after the 
26th day of August, 1916, on which date plaintiff gave notice to de- 
fendants of the registration of its said trade-mark. (248 Fed. 154 


[8 T. M. Rep. 58]). To reverse this decree, appellants are prose- 
cuting this appeal. 


Before Sansporn and Stone, Circuit Judges, and Trizser, 
District Judge. 


Trieser, District Judge, after stating the facts, delivered the 
opinion of the court. 


It is undisputed that the appellee and its predecessors have 
used the name “Stark’’ in their nursery business for a century and 
that its products have an established reputation for quality. On 
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June 24, 1913, it was granted a registration of the trade-mark 
“Stark Trees” under the Ten-Year Clause of Section 5 of the 
Trade-Mark Act of Congress of February 20, 1905, 33 Stat. 725, as 
amended by the Act of February 18, 1911, 36 Stat. 918, par. 9490, 
U. S. Comp. Stat. 1916. That trade-mark consisted of the two 
words “Stark Trees” as shown by this photographic copy. 





The appellee’s device, charged as the infringement, is on a 
narrow tag of wood, as shown by this photographic copy. 

The word “Stark” is in white letters, across the dark bushy 
tree; the other words are in black on white ground. 





It will be noticed that the word “Stark,” across the bushy tree, 
is in larger letters than any of the other words, which are in smaller 
type. 

We concur in the finding of the learned trial judge, that, “In 
this manner the word ‘Stark’ is given special emphasis and from its 
position the term ‘Stark Trees’ is vividly suggested.” 

To justify a finding of infringement of a trade-mark, it is not 
necessary that the similitude should be exact. It is sufficient, if, 
taking into account resemblance and conditions, the former are so 
marked that an ordinary purchaser is likely to be deceived thereby 
(McLean v. Fleming, 96 U. S. 245, 251; Layton Pure Food Co. v. 
Church & Dwight Company, 182 Fed. 24, 34, 104 C. C. A. 464, 
474; McDonald & Morrison Mfq. Co. v. Mueller Mfg. Co., 183 
Fed. 972, 974, 106 C. C. A. 312; Heileman Brewing Co, v. Inde- 
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pendent Brewing Co., 191 Fed. 489, 494, 112 C. C. A. 133, 138 [2 
T. M. Rep. 47, 55]; DeVoe Snuff Co. v. Wolff, 206 Fed. 420, 423, 
124 C. C. A. 302, 305 [3 T. M. Rep. 433, 437]; O. & W. Thum Co. 
v. Dickinson, 245 Fed. 609, 614, 158 C. C. A. 37, 42 [7 T. M. Rep. 
469, 475|]). In Thaddeus Davids Co. v. Davids, 233 U. S. 461, 
469 [4 T. M. Rep. 175, 180], it was claimed that “the protection 
is limited to its use when standing alone and that there can be no 
infringement unless it is used in precise manner.” The court in 
denying this contention said: 

“The statutory right cannot be so narrowly limited. Not only exact 
reproduction, but a ‘colorable imitation’ is within the statute; otherwise, 
the trade-mark would be of little avail as by shrewd simulation it could be 
appropriated with impunity.” 

In McDonald & Morrison Mfg. Co. v. Mueller, supra, this 
court held: 

“The test is not whether, when goods are placed side by side, a differ- 
ence can be recognized in the labels or marks; but the test is, When such 
goods are not placed side by side, would an ordinarily prudent purchaser 
be liable to purchase the one, believing that he was purchasing the other?” 
See also Gordon’s Dry Gin Company v. Eddy & Fisher Co., 246 Fed. 954 
[8 T. M. Rep. 129]. 

There can be no doubt that an ordinarily prudent person, know- 
ing of the reputation of the Stark Trees, which for many years have 
been known as superior trees, would easily be induced to purchase 
the trees of appellant, in view of the advertisements, the statements 
in their catalogues and their trade-mark, in belief that they came 
from the orchard nurseries of appellee. The catalogues and ad- 
vertisements of appellants, which do not appear in the printed 
record, but were by order of the trial court transmitted to this 
court as a part of the record and have been carefully examined, in- 
discriminately describe their trees and nurseries as “Stark Nurser- 
ies,” “Stark Brothers,” “Stark Trees,” and use the word “Stark”’ in 
connection with their nurseries and alleged location. The repre- 
sentation that the business is located at “Stark City,” although 
they admit that only their nurseries are at Stark City, while the 
business itself is conducted at Neosho, the change of the name of 


the place where their nurseries are located from Chester to Stark 
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City, the attempt to establish offices, at first, at Louisiana, Mo., all 
tend to impress one that there was an intention to add to the con- 
fusion and mislead purchasers of trees into the belief that their trees 
are those of appellee. 

Nor does it matter that appellants were using their own sur- 
names as their trade-mark. While it is true that a person has a 
right to use his surname as a mark, without being guilty of an in- 
fringement, there is a limitation to that right. As stated in the 
Davids case: 

“provided that the name was not used in a manner tending to mislead and 
it was clearly made to appear that the goods were his own and not those 
of the registrant.” 

The decree complained of only enjoined appellants from using 
labels with their name “Stark” in such a manner, “as will not un- 
mistakably differentiate their goods and advertisements from those 
of complainant.” There is nothing in Stiz, Baer & Fuller Dry 
Goods Co. v. American Piano Company, 211 Fed. 271, 127 C. C. A. 
639 [4 T. M. Rep. 246], which in any wise conflicts with this. 
Although that was not a registered trade-mark case, it was held: 

“If, however, the name has previously become well known in trade, 
the second comer uses it subject to three important restrictions: (1) He 
may not affirmatively do anything to cause the public to believe that his 
article is made by the first manufacturer. (2) He must exercise reasonable 
care to prevent the public from so believing. (3) He must exercise reason- 
able care to prevent the public from believing that he is the successor in 
business of the first manufacturer.” 

There is nothing in the decree to prevent appellants from us- 
ing their surnames, nor from publishing in their catalogues and ad- 
vertisements the training and knowledge of appellant William P. 
Stark in the nursery business. But the language employed in this 
part of the decree is in such general terms that appellants may be 
at a loss how to comply with the terms of the decree in every re- 
spect, and thus may inadvertently violate the injunction. To avoid 
this we deem it best, following the rule in the Hall Safe Case, 208 
U. S. 560, and the Knabe Piano Case, 211 Fed. 271, 127 C. C. A. 
639 [4 T. M. Rep. 246], to indicate in this opinion the decree to be 
entered on this branch of the case. 
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Nor is it material that appellants do not use appellee’s trade- 
mark in its entirety, if what they do use is misleading and likely 
to cause confusion, whether the goods offered under this trade-mark 
are or are not those of the registrant. In Sazlehner v. Eisner & 
Mendelsohn Co., 179 U. S. 19, 33, it was held: 

“It is not necessary to constitute an infringement, that every word of 
a trade-mark should be appropriated. It is sufficient that enough be taken 
to deceive the public in the purchase of a protected article.” 

In Ammon & Person v. Narragansett Dairy Co., 252 Fed. 
276, 278 [8 T. M. Rep. 395, 398], the registered trade-mark of 
plaintiff was “Queen of the West,’ and that of the defendant 
“Queen.” The court in granting an injunction against the defend- 
ant, from using the trade-mark “Queen,” said: 

“The unnecessary adoption of a part of a plaintiff’s trade-mark—a part 
so substantial as to have become a trade-name or nickname for the goods— 
is generally regarded as an infringement. The use by a defendant of a 
trade-mark identical with the name which has been derived from a plain- 
tiff's trade-mark proper, and has become sufficiently descriptive of plain- 
tiff’s goods, is the adoption of a mark which will cause its goods to bear 
the same name in the market. Neither subtractions from nor additions to 


a trade-mark proper will avoid infringement, when such imitiation as is 
likely to lead to confusion still remains despite the changes,” and authorities 


cited. 

The same principle was announced by this court in Rossman v. 
Garnier, 211 Fed. 401, 406, 128 C. C. A. 73, 78 [4 T. M. Rep. 183, 
189|. The use of “Stark City” as their address when their busi- 
ness is conducted at another city, Neosho, Missouri, is misleading 
and owing to the name likely to cause confusion. This is true not 
merely owing to the name “Stark’’ being used, but also for the rea- 
son that appellee and its predecessors have frequently advertised 
their business as at “Stark,” “Starkdale,’ and “Stark Station,” 
Missouri, having at some time maintained nurseries at some of these 
places. 

The court committed no error in granting the injunction, but in 
order to avoid any misapprehension, there should be added to that 


part of the decree granting the perpetual injunction the following 
words: 


“That the defendants may use their surnames in circulars, catalogues or 
advertisements, but they must be accompanied by information that they 
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are not of the original William Stark Nurseries, nor in any wise connected 
with the Stark Bros. Nurseries & Orchards Co., or any of its predecessors 
under whatsoever name their business was conducted; and that their trees 
are not the product of any of these concerns, nor their successors. It is 
further ordered and decreed, that for the purpose of distinguishing defend- 
ants’ trees from those of the complainant, the defendants shall insert in 
their circulars, catalogues and advertisements a notice substantially as 
follows, and in form as conspicuous as the body of such circulars, cata- 
logues or advertisements: 


‘NOTICE’ 


“*The Stark Trees have been the product of the nursery business of 
the Stark family since the year 1816, and this nursery is still carried on by 
successors of the original Stark family at Louisiana, Missouri; that William 
P. Stark is a member of that family and was connected for over twenty- 
five years with, and learned the business from, successors of the original 
Starks; that our business is conducted at Neosho, Missouri, and has no con- 
nection whatever with the nursery business of the Stark Bros. Nurseries & 
Orchards Co., at Louisiana, Missouri.’ ” 


But we are of the opinion that there was error in decreeing 
that appellee recover all gains and profits which appellants have 
derived or received by reason of the infringement of appellee’s 
trade-mark, beginning March 11, 1914. 

Section 28 of the Trade-Mark Act of February 20, 1905, 
33 Stat. 730, par. 9514, U. S. Comp. St. 1916, after prescribing 
that notice of the registration of the mark be given by affixing on 
the mark or label the words “Reg. U. S. Pat. Off.,” which was not 
done by appellee, provides: 

“And in any suit for infringement by a party failing so to give notice 
of registration no damages shall be recovered, except on proof that the de- 
fendant was duly notified of infringement, and continued the same after 
such notice.” 

As no notice was given by appellee to appellants of infringe- 
ment of the registered trade-mark, although the words required by 
the statute were not printed on its trade-mark labels, until a few 
days before the institution of this action, no damages under this 
act can be recovered for an infringement of the registered trade- 
mark before that time in this action. The trial court in its decree 
limited the damages for infringing the trade-mark to that time, but 
as to the gains and profits, held that the appellants are chargeable 
for unfair competition from March 11, 1914, when appellee had first 
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complained that appellants’ advertising matter constituted unfair 
competition. 

As the jurisdiction of the court below depended solely on the 
fact that there was a federal question by reason of the registration 
of the trade-mark under the Act of Congress, there being no di- 
versity of citizenship, there can be no liability on the charge of un- 
fair competition prior to the notice under the Trade-Mark Act. To 
entitle one to recover in such a case, the unfair competition must be 
a part of the same transaction, to wit: a violation of the Act of 
Congress, and liability thereunder. It must be an aggravation of 
the infringement of the registered trade-mark, to give the court 
jurisdiction to award damages (4. Leschan Co. v. Bascom Co., 
201 U. S. 166; Standard Paint Co. v. Trinidad Asphalt Co., 220 
U. S. 446, 460 [1 T. M. Rep. 10, 18]; 7. B. Wood’s Sons Co. v. 
Valley Iron Works, 166 Fed. 770; Ross v. H. S. Geer Co., 188 Fed. 
731, 734 [1 T. M. Rep. 310, 313]; Electric Boat Co. v. Lake Tor- 
pedo Boat Co., 215 Fed. 377; Planten v. Gedney, 224 Fed. 382, 
386, 140 C. C. A. 68, 72 [5 T. M. Rep. 382, 387]; U. S. Bolt Co. v. 
Kroncke Hardware Co., 234 Fed. 868, 148 C. C. A. 466 [7 T. M. 
Rep. 221]; Mallinson v. Ryan, 242 Fed. 951). 

In the case at bar the unfair competition only became a part of 
the same transaction as the infringement of the registered trade- 
mark, after the notice had been given, as appellee’s trade-mark 
labels had not the words required by the Act of Congress on them: 
“Reg. U. S. Patent Office.” Had no notice been given by appellee, 
it could not have recovered any damages. This was expressly de- 
cided by this court in Rossman v. Garnier, 211 Fed. 401, 407, 128 
C.C. A, 73, 79 [4 T. M. Rep. 183, 190]. 

None of the authorities relied on by counsel for appellee is in 
point. In Jacoway v. Young, 228 Fed. 630, 143 C. C. A. 152 [6 
T. M. Rep. 191], the infringed trade-mark label had printed on it 
the words “Registered U. S. Patent Office”; therefore that was 
notice. Ludwigs v. Payson Mfg. Co., 206 Fed. 60, 124 C. C. A. 
194 [7 T. M. Rep. 47], and Detroit Show Case Co. v. Kawneer 
Mfg. Co., 250 Fed. 235 [8 T. M. Rep. 327], were actions for in- 


fringement of patents, and it was held that a claim for unfair com- 
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petition in connection with the sale of the infringing article may 
properly be joined. But see Geneva Furniture Co. v. Karpen, 238 
U. S. 254, 259. Shrauger & Johnson v. Phillip Bernard Co., 240 
Fed. 131 [8 T. M. Rep. 50], decided by Judge Wade, not only fails 
to sustain counsel’s contention, but is an authority to the contrary. 
While Judge Wade makes the statement quoted by counsel for ap- 
pellee, he proceeds: 

“In certain cases where there was combined the charge of infringe- 
ment, and also unfair competition, courts have held that, even though the 
claim of infringement was decided in favor of the defendant, the court 


still could retain jurisdiction upon the question of unfair competition; but 
the large majority of the cases are the other way.” 


After reviewing a large number of authorities, he holds: 


“If a bill presented two separate counts, stating two separate and in- 
dependent causes of action, one for a patent infringement, and the other 
for unfair competition, entirely independent of the infringement, I should 
hold that the cause of action for unlawful competition should be stricken 
out. The court has no such jurisdiction conferred by statute, and the rule 
contended for relates rather to the practice of a court of equity, than it 
does to the jurisdiction of the court.” 


When the case was at a later day finally heard before Judge 
Reed, he sustained a motion to dismiss the petition as to the claim 
for infringing the plaintiff's alleged trade-mark, and for unfair com- 
petition for want of jurisdiction (247 Fed. 547, 550 [8 T. M. Rep. 
208, 211]). 

Gains and profits made before notice was given under the 
Tiade-Mark Act, in the absence of a label bearing the inscription 
prescribed by the Act of Congress, are independent of the Act of 
Congress and can only be recovered under the rules established by 
courts of equity in actions for unfair competition. Such an action 
cannot be maintained in a national court in the absence of a di- 
versity of citizenship. As was held in Standard Paint Co. v. Trini- 
dad Asphalt Co., supra,— 


“The opposite parties to the suit are citizens of different States, and 
while this diversity of citizenship was not necessary to give the Circuit 
Court jurisdiction of the case in so far as it involved the validity of the 
trade-mark, it was necessary to give the court jurisdiction of the issue of 
unfair competition.” 
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Other questions have been discussed by counsel and have re- 
ceived our careful consideration, but we do not deem it necessary to 
pass on them in this cause. 

The decree of the court below will be modified by adding to 
the injunction clause the words hereinbefore set forth, and that the 
appellants be charged with the gains and profits made by them by 
reason of the unfair competition arising from the infringement of 
appellee’s registered trade-mark, and the damages, if any, which 
appellee has sustained by reason thereof since the beginning of this 
action. 

The costs of this appeal will be taxed two-thirds to the appell- 
ants and one-third to the appellee. 





Dickey v. Mutrvat Firm Corporation 
(174 New York Supp. 784) 
New York Supreme Court, Appellate Division, First Department 
March 7, 1919 


Unram Comretition—Tirie or Pray—AccountinG ror Prorits. 
In a case where defendant was enjoined from using the name 
“The Come Back” as the title of a photoplay, but the evidence dis- 
closed no fraudulent intent on the part of the defendant, all that 
plaintiff could recover would be the damages sustained by reason of de- 
fendant’s acts, and not the profits which it had made. 
Appeal from a judgment of Special Term, New York County, 
which granted an interlocutory injunction and directed the appoint- 
ment of a referee (6 T. M. Rep. 433). Judgment modified. 


Walter N. Seligsberg, of New York City (Clarence M. Lewis 
and Alexander L. Strouse, both of New York City, on the 
brief), for appellant. 

Nathan Burkan, of New York City, for respondent. 


Dowuna, J.: The judgment appealed from enjoins the de- 
fendant from using the name “The Come Back” in various forms as 


the title of a photoplay, and also appoints a referee to take and 
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state an account of defendant’s profits and plaintiff's damages sus- 
tained through the defendant’s act complained of. So far as the in- 
junction is concerned, we see no reason to disturb the judgment. 

In so far, however, as an accounting of defendant's profits is 
directed, the judgment must be modified. There is no proof of any 
fraudulent intent upon the part of the defendant, nor any evidence 
that it knew of the existence of plaintiff's sketch or drama, or of 
the title thereof. In fact, plaintiff himself offered in evidence as 
part of his case an affidavit by the president of the corporation 
which produced the motion picture distributed by defendant, where- 
in he expressly denied any such knowledge of plaintiff’s rights upon 
the part of any one employed by or affiliated with the corporation 
making the production. Under the conditions disclosed by the 
record herein, all that plaintiff could recover would be the damages 
sustained by reason of defendant’s acts, and not the profits the 
latter made. N. K. Fairbank Co. v. Windsor, 124 Fed. 200, 61 
C. C. A. 233; Oneida Community, Ltd., v. Oneida Game Trap 
(Sup.)150 N. Y. Supp. 918 [5 T. M. Rep. 54], modified and 
affirmed and 168 App. Div. 769, 154 N. Y. Supp. 391 [5 T. M. Rep. 
316]. 

While the plaintiff failed to prove any fraud upon the part of 
defendant, the latter did not introduce any evidence tending to 
show its good faith, nor can an inference thereof be fairly drawn 
from the testimony. The seventeenth and eighteenth findings of 
fact, as proposed by defendant and found by the court, will there- 
fore be reversed, as being unsupported by any evidence in the case. 

The judgment will be modified, by striking therefrom the en- 
tire paragraph beginning “Ordered, adjudged, and decreed that the 
defendant render a full and true account,” and also so much of the 
paragraph appointing a referee as begins with the words “and that 
the defendant produce’ and ends with the words “received and 
realized by the defendant.” As thus modified, the judgment will 
be affirmed, with costs to respondent. Settle order on notice. All 
concur. 
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OKLAHOMA Propucine & Rerinine Co. v. OKLAHOMA CONSOLIDATED 
Propucine & Rerininc Company 


(106 Atlantic Rep. 38) 


Court of Chancery of Delaware 


December 30, 1918 


1, Trape-Names—Corrorate Names—SIMILarity. 

The similarity of the names of complainant and defendant was 
such that the public would probably be deceived thereby, and the 
complainant was entitled to a preliminary injunction until the case 
could be heard upon the proofs. 

Trave-Marks—Ricut to Prorection—Lacues. 

Delay in seeking preventive relief against a continuance of the use 
of a proprietary name, such as a trade-mark, is not ordinarily a de- 
fense recognized in equity courts, however it may affect the right to 
an accounting for profits. 


iS) 


The complainant sought to restrain the defendant, its officers 
and agents, from transacting business or selling stock under the 
name of Oklahoma Consolidated Producing & Refining Company, 
from issuing letters, circulars, etc., under that name, and from mak- 
ing any representations leading the public to believe that complain- 
ant and defendant were the same. 

Preliminary injunction granted. 


William Watson Harrington and James M. Satterfield, both of 
Dover, for complainant. 

Herbert H. Ward and Andrew C. Gray, both of Wilmington, 
for defendant. 


Tue Cuancetitor. This being a motion for a preliminary in- 
junction, I will not do more at this time than state my tentative 
views as to the respective rights of the parties, reserving opinions on 
all matters until the final hearing. 

The similarity of the names of the complainant and defendant 
are such as that it is probable that the public would be deceived 
thereby, and as this tends naturally and inevitably to harm the 
complainant, it is clear that as the matter now stands, the complain- 
ant is entitled to have its rights protected by a preliminary injunc- 
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tion until the case can be fully heard upon the proofs adduced in the 
regular way. The opinion of Judge Bradford in Philadelphia 
Trust, etc., Co. v. Philadelphia Trust Co. (C. C.) 123 Fed. 534, 
furnishes ample authority for this view. 

It seems to me at this time that the acquiescence of the com- 
plainant in the use by the defendant of its corporate name, as re- 
ferred to in the affidavits, does not constitute laches. But even if 
so, delay in seeking preventive relief against a continuance of the 
use of a proprietary name, such as a trade-mark, is not ordinarily a 
defense recognized in equity courts, however much it may affect 
the rights to an accounting for profits. Menendez v. Holt, 128 
U. S. 514, 9 Sup. Ct. 143, 32 L. Ed. 526; McLean v. Fleming, 96 
U. S. 245, 24 L. Ed. 828; Fahrney v. Rummier, 153 Fed. 735, 737, 
82 C. C. A. 621; Sazlehner vy. Eisener, etc., 179 U. S. 19, 39, 21 
Sup. Ct. 7, 45 L. Ed. 60. 

The admissions of the defendant respecting the sales of its 
stock in the same locality as the complainant sells its stock, entitle 
the complainant to a preliminary injunction like the restraining 
order. 

But I am not sufficiently convinced at this time that the de- 
fendant should be enjoined from buying, developing or selling oil- 
producing property, or refining or selling oil. The likelihood of 
deception and the probabilities of confusion between the two corpo- 
rations arising from similarity of names is the moving element in 
such cases, and the basis of the relief. I am not now reasonably 
satisfied that that element has existed, or will exist, and so should 
not now by order practically terminate the business activity of the 
defendant company. 


Let an order be entered accordingly. 
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YELLow Cas Co. v. Coox’s Taxicas & TrANsFER Co. 
(171 Northwestern Rep. 269) 
Supreme Court of Minnesota 


March 21, 1919 


(Syllabus by the Court.) 


1. Trave-Marks AND TrapE-NAMES—APPROPRIATION IN Descriptive Worps 
INJUNCTION. 

Descriptive words, words of color, cannot be monopolized, and un- 
less used in imitative combination one trader has no right to an injunc- 
tion restraining their use by a rival. 

2. Trape-Marks anv Trape-Names—ComBINATION OF Worps—Descriptive 

Worps—Uwnramr Competition, 

A person may adopt a trade-name, consisting of a combination of 
words, none of which is capable of exclusive appropriation. Descrip- 
tive words may, by long use, become identified with the business of a 
particular trader, and it is then unfair competition for a subsequent 
trader to use the same words in connection with a similar business in 
such manner as to deceive. The fact that the words used are part of a 
corporate name is not important. The essence of the wrong is deceit, 
and consists in the representation by the offender that his goods or his 
business are the goods or business of another. 

3. Trape-Marks anv Trape-Names—Descriptive Worps—EvinENce. 

The words “Yellow Taxicab Company” may be acquired as a trade- 
name, and the evidence is such as to sustain the court’s finding that de- 
fendant had acquired that trade-name. 

4. Trave-Marxs ann Trape-Names—Descriptive Worps—Unrair Com- 

PETITION. 

The use of these descriptive words by plaintiff will not be entirely 
enjoined. Merely the misleading manner of using them will be en- 
joined, leaving plaintiff at liberty to use them in all ways not deceptive. 


Appeal from decision of District Court of Ramsey County, 
Minn. 

The plaintiff sued for an injunction. The defendant having 
in turn asked for the same relief against the plaintiff, the court 
issued an order restraining plaintiff during the pendency of the 
action. Order modified. 


Morphy, Bradford & Cummins, of St. Paul, for appellant. 
Barrows, Stewart & Metcalf, of St. Paul, for respondent. 


Hawa, J.: Plaintiff is a corporation operating yellow cabs in 
the city of St. Paul. Defendant also operates yellow cabs in the same 
city. Plaintiff asked the court to restrain the use by defendant of the 
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name “Yellow Cab Company,” or “Yellow Taxicab Company,” or 
“Yellow Cab,” or any name containing the word “Yellow” as part 
thereof, in connection with its taxicab or automobile service in St. 
Paul. Defendant retorted by claming the prior exclusive right to 
use the word “Yellow” and asked similar relief as against plaintiff. 
On application for a temporary injunction the court found for de- 
fendant and ordered an injunction restraining plaintiff during the 
pendency of the action— 


“from making any further use in connection with its business in the city 
of St. Paul * * * of the name ‘Yellow Cab Company,’ or ‘The Yellow Cab 
Company,’ or ‘Yellow Auto Company,’ or ‘Yellow Auto Service Company,’ 
and from making use of the word ‘Yellow’ in its name, or anything denot- 
ing the designation of its business.” 


Plaintiff appeals from this order. 


The hearing was upon affidavits. The trial court found facts 
as follows: 


In July, 1915, the Twin City Taxicab & Transfer Company formed a 
design of putting on the streets of St. Paul and Minneapolis a cheaper 
cab service, to be a known as the “Yellow Cab Service,” and appropriated 
to its use as a trade-name the “Yellow Taxicab Company,” and began ad- 
vertising itself under such name as proprietor and purveyor of “Yellow 
Cabs,” “Yellow Taxicabs,” and “Yellow Taxi Service.” On October 15, 
1915, it put upon the streets a number of light yellow and black automobile 
taxicabs. In October, 1916, defendant succeeded to the St. Paul business 
of the Twin City Taxicab & Transfer Company and continued the ad- 
vertising and the service. In the fall of 1917 it practically abandoned its 
old Yellow Cabs, but intended to replace them, and continued to advertise 
itself as the “Yellow Taxicab Company” and as furnishing “Yellow Cabs” 
and “Yellow Taxi Service,’ and never abandoned its trade-name or the 
business, and later put upon the streets orange and black cabs, which sery- 
ice it continued until the commencement of this action. 

Plaintiff was incorporated as the “Yellow Cab Company” in October, 
1915, but did no business until July, 1917. Soon after that it began to ad- 
vertise that it would install in St. Paul a “Yellow Cab Service” and “Yel- 
low Taxicabs,” and has since continued advertising itself under other names, 
such as “Yellow Autocab Company,” “Yellow Auto Company,” and “Yel- 
low Auto Service Company,” and on September 3, 1917, it placed upon the 
streets for hire a considerable number of orange and black auto taxicabs 
with the words “Yellow Cab Company” on the door. This service it has 
ever since continued. 


The affidavits conflict at some points, but they are such as to 
sustain these findings of fact. It appears therefore that defendant 
first put yellow cabs on the streets, and that it used the name “Yel- 
low Taxicab Company” before plaintiff used its present name. 
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The question is : Do these facts give defendant priority of 
right to the use of the name “Yellow Taxicab Company” and the 
right to restrain plaintiff in the use of its corporate name, or to use 
the word “Yellow” in any way? No trade-mark is claimed. The 
basis of defendant’s claim is unfair competition. 

1. We have no hesitation in holding that plaintiff should not 
be enjoined from using the word “Yellow.” It is a descriptive 
word, descriptive of a primary color. Not only that, but, as de- 
fendant itself claims, it is, as applied to cabs, descriptive of a low- 
priced service. Descriptive words, words of color, cannot be mo- 
nopolized by any one, and unless used in imitative combination their 
use cannot be enjoined. 38 Cyc. 726, 800; Leschen Rope Co. v. 
Brodereck, 201 U. S. 166, 26 Sup. Ct. 425, 50 L. Ed. 710; H. E. 
Winterton Gum Co. v. Autosales Gum & Chocolate Co., 211 Fed. 
612,128 C.C., A. 212. The right of plaintiff to operate yellow cabs 
is unquestioned. Yet if the order stands it may not advertise its 
use of them. A person entitled to offer an article to the public is 
entitled to advertise that fact, and to call his article by the only 
name by which it is known. 

The books abound in cases sustaining these principles. This 
court has held that there can be no exclusive appropriation of the 
words “Dr. Ward’s Liniment,’ Watkins vy. Landon, 52 Minn. 389, 
54 N. W. 193, 19 L. R. A. 236, 38 Am. St. Rep. 560; “Marble 
Works,” Rodseth v. Northwestern Marble Works, 129 Minn. 472, 
152 N. W. 885, Ann. Cas. 1917 A, 257 [5 T. M. Rep. 280]; “‘Sul- 
phur Springs,” Jordan Sulphur Springs, etc., Co. v. Mudbaden 
Sulphur Springs Co., 135 Minn. 123, 160 N. W. 252 [7 T. M. Rep. 
95|. The same has been held as to blue and gold labels, with the 
words, “best six cord,” on spools of thread, Coats v. Merrick Thread 
Co., 149 U. S. 562, 138 Sup. Ct. 966, 37 L. Ed. 847; “Goodyear Rub- 
ber,” as applied to goods produced by Goodyear’s inventions, Good- 
year v. Goodyear Rubber Co., 128 U. S. 598, 9 Sup. Ct. 166, 32 L. 
Ed. 535; “Newport Sand,’ Newport Sand Bk. Co. v. Mon. Sand 
Min. Co., 144 Ky. 7, 1387 S. W. 784, 34 L. R. A. (N.S.) 1040 [1 T. 
M. Rep. 116]; “Black Package Tea,” Fischer v. Blank, 188 N. Y. 
244, 33 N. E. 1040; and “White Soft Soap,’ Braham v. Bustard, 1 
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Hem. & M. 447. In the last case it was said the manufacturer cannot 
help calling his article “White Soft Soap.” Plaintiff cannot well 
help calling its conveyances “Yellow Cabs.” It has as much right 
to use the word “Yellow” as it has to use the word “Cab.” 

2. It does not follow that defendant has no priority of right 
in the name it has adopted. Under the findings of fact we think 
it has. Trade-names are protected upon very much the same prin- 
ciple as trade-marks. American Wine Co. v. Kohlman (C. C.) 158 
Fed. 830. But a trade-name need not be a technical trade-mark. 
It may consist of a combination of words, all of which are common 
property. A proprietary interest in the terms or symbols making 
up the name is not necessary to maintenance of a suit to enjoin the 
use of the name or an imitation of it by another. Rickard v. Caton 
College, 88 Minn. 242, 92 N. W. 958; Northwestern Knitting Co. v. 
Garon, 112 Minn. 321, 128 N. W. 288; Shaver v. Heller & Merz 
Co., 108 Fed. 821, 48 C. C. A. 48, 65 L. R. A. 878; Bates Mfg. Co. 
v. Bates Numbering Machine Co. (C. C.) 172 Fed. 892, 895; Inter- 
national Committee Y. W. C. A. v. Y. W. C. A., 194 Ill. 194, 62 
N. E. 551, 56 L. R. A. 888. Descriptive words may by long use 
become identified in the minds of the public with the business of a 
particular trader and thus acquire a sort of secondary meaning, and 
it is then unfair competition for a subsequent trader to use the same 
words in connection with similar business in such manner as to de- 
ceive. 38 Cyc. 789; Standard Varnish Works v. Fisher, Thomas & 
Co. (C. C.) 153 Fed. 928; Rubber Co. v. Devoe (D. C.) 233 Fed. 
150 [6 T. M. Rep. 357]; Elgin Nat. Watch Co. v. Illinois Watch 
Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L. Ed. 365; Reddway v. 
Banham, App. Cases 1896, p. 199. 

Court will not interfere where only confusion results from a 
similarity of names. The essence of the wrong in unfair competi- 
tion consists in the representation by the offender that his goods or 
his business are the goods or business of another. Howe Scale Co. 
v. Wyckoff, 198 U. S. 118, 140, 25 Sup. Ct. 609, 49 L. Ed. 972. 

“You must not use a description, whether true or not, which is intended 
to represent, or calculated to represent, to the world that your business is 
my business, and so, by fraudulent misstatement, deprive me of the profits 


of the business which would otherwise come to me.” Clark Thread Co. v. 
Armitage (C. C.) 67 Fed. 896, 902. 
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One man may have a right to exclude a rival from part of the 
“free field of the English language,’ when his rival would mislead 
customers to his own shop. Merely on the strength of being first 
in the field, one may put later comers to the trouble of taking such 
reasonable precautions as are commercially practicable to prevent 
their lawful names and advertisements from deceitfully diverting 
the complainant’s custom. American, etc., Watch Co. v. U. S. 
Watch Co., 173 Mass. 85, 53 N. E. 141, 43 L. R. A. 826, 73 Am. 
St. Rep. 263. 

In Nesne v. Sundet, 93 Minn. 299, 101 N. W. 490, 106 Am. 
St. Rep. 439, 3 Ann. Cas. 30, and Rodseth v. Northwestern Marble 
Works, 129 Minn. 472, 152 N. W. 885, Ann. Cas. 1917 A, 257 [5 
T. M. Rep. 280], it was held that the use by defendant of the geo- 
graphical and descriptive words, “Crookston Marble Works,” in 
combination, should be enjoined, because of similarity of the name 
used by plaintiff. 

In Viano v. Baccigalupo, 183 Mass. 160, 67 N. E. 641, a peanut 
roaster, who had built up a trade on Fulton Street in Boston under 
the name “Boston Peanut Roasting Company,” was held entitled to 
enjoin a rival, who later started in business on the same street, 
from using the name “Boston Trade Peanut Roasting Company,” on 
the ground that this was stealing the good will attached to plaintiff's 
personality and taking the benefit of the public’s desire to have their 
peanuts roasted by the plaintiff. 

In C. A. Briggs Co. v. National Wafer Co., 215 Mass. 100, 
102 N. E. 87, Ann. Cas. 1914 C, 926 [3 T. M. Rep. 823], the use 
of the name “Boston Wafers’ was enjoined. In Shaver v. Heller 
é& Merz Co., 108 Fed. 821, 48 C. C. A. 48, 65 L. R. A. 878, the 
name “American Wash Blue” was enjoined. In Standard Paint 
Co. v. Rubberoid Roofing Co., 224 Fed. 695, 140 C. C. A. 235 [5 T. 
M. Rep. 207], the name “Rubberoid,”’ except with explanation, was 
enjoined. In Lowe Bros. Co. v. Toledo Varnish Co., 168 Fed. 627, 


94 C. C. A. 83, the name “High Standard,” as applied to paints, 
was enjoined. 


The fact that the word is part of a corporate name is not im- 
portant. Rodseth v. Northwestern Marble Works, 129 Minn. 472, 
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152 N. W. 885, Ann. Cas. 1917 A, 257 [5 T. M. Rep. 280]; Hig- 
gins Co. v. Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 L. 
R. A. 42, 43 Am. St. Rep. 769. A subsequent trader may not even 
use his own name in such a manner as to cause his goods to be known 
in the market as the goods of another. Allegretti Chocolate Cream 
Co. v. Keller (C. C.) 85 Fed. 643; Walter Baker v. Slack, 130 Fed. 
514, 65 C. C. A. 138; Van Houten v. Hooten Cocoa & Chocolate 
Co. (C. C.) 130 Fed. 600. 

3. The combination of the words “Yellow Taxicab Company” 
may be acquired as a trade-name and be entitled to protection as 
such. The evidence of its appropriation by defendant is not strong, 
but we are of the opinion that it is sufficient to sustain the court's 
finding in favor of its appropriation. The court after trial on the 
merits on evidence received in open court may or may not adhere 
to this finding. 

4. The use of descriptive terms by a second user will not be 
entirely restrained. Merely the misleading manner of using them 
will be enjoined, leaving the second user at liberty to use them in 
all ways not deceptive. Herring’s, etc., Safe Co. v. Hall’s Safe 
Co., 208 U. S. 554, 28 Sup. Ct. 350, 52 L. Ed. 616. As said in the 
Singer Case, 163 U. S. 200, 16 Sup. Ct. 1002, 41 L. Ed. 118, the 
word ‘‘must be accompanied with such indications that the thing 
manufactured is the work of the one making it, as will unmistakably 
inform the public of that fact.” The “explanation must accompany 
the use, so as to give the antidote with the bane.” Herring-Hall- 
Marvin Safe Co. v. Hall’s Safe Co., 208 U. S. 554, 28 Sup. Ct. 
350, 52 L. Ed. 616. 

In some cases the injunction has required in connection with 
the use of the descriptive word a notation that the article is not the 
product of the first user. Keystone Oil Mfg. Co. v. Buzby, 219 
Fed. 473, 185 C. C. A. 185 [5 T. M. Rep. 130]; Standard Paint 
Co. v. Rubberoid Roofing Co., 224 Fed. 695, 140 C. C. A. 235 [5 
T. M. Rep. 207]; G. & C. Merriam Co. v. Saalfield, 198 Fed. 369, 
875, 117 C. C. A. 245 [2 T. M. Rep. 443, 451]; Jenkins Bros. v. 
Kelly & Jones Co., 227 Fed. 211, 142 C. C. A. 11 [6 T. M. Rep. 
53]; Rubber, etc., Co. v. Devoe (D. C.) 233 Fed. 150 [6 T. M. Rep. 
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357]. In most cases this has not been required. Distinguishing 
marks that are sufficient in one case may not be in another. In each 
case it is a question what explanation or distinguishing words will 
“unmistakably inform the public” of the truth. The word “Vic- 
toria” or “Royal,” it was said, might distinguish “White Soft Soap.” 
1 Hem. & M. 447. Sometimes the user’s name will distinguish ; 
sometimes not. Dowd v. United Mine Workers of America, 235 
Fed. 1, 11, 148 C. C. A. 495; Saalfield Publishing Co. v. G. & C. 
Merriam Co., 238 Fed. 1, 151 C. C. A. 77 [7 T. M. Rep. 110]; 
Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 204, 205, 16 Sup. 
Ct. 1002, 41 L. Ed. 118. “Ballard’s” Express is ample to dis- 
tinguish a van or an express business from “Pratt’s” Express; but 
a name might not distinguish publishers of ““Webster’s” dictionary. 
G. & C. Merriam v. Saalfield, 198 Fed. 369, 375, 117 C. C. A. 245 
[2 T. M. Rep. 443, 451]. What is required is that the distinguish- 
ing words shall really distinguish and prevent deception. Lowe 
Bros. v. Toledo Varnish Co., 168 Fed. 627, 94 C. C. A. 83. 

Plaintiff may use the word “Yellow,” or “Yellow Cab,’ but 
with appropriate words identifying its own business, and distinguish- 
ing its business from that of defendant. 

What is a proper distinguishing name had better be settled in 
this action, that further litigation may be avoided. 


Order modified. 
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Diamonp Dritt Contracting Co. v. INTERNATIONAL DIAMOND 


Dritt Contractine Co., ET AL. 
(179 Pacific Rep. 120) 
Supreme Court of Washington 


March 10, 1919 


1. Trape-Names—Corporate NAMEs, 

Where articles of incorporation had been filed by a company whose 
name was not so similar to another corporation already existing and 
conducting business as to be misleading, the Secretary of State having 
exercised the discretion permitted him under Section 3680 Rem. Code 
of Washington, such filing could not be collaterally attacked; but the 


court could prevent the second company from continuing to use the 
name. 


2, Trape-Names—Worps Descriptive oF Bustness—Seconpary MEANING. 
One taking as a business name words which are merely descriptive 
of the business in which he is engaged will not be protected in the ex- 
clusive use of that name, unless, being first in the field, he can be said 
to have originated that line of business and applied the name to it, with 
the result that the descriptive words have acquired a secondary mean- 
ing and come to stand for him as the first user. 
3.  Trapve-Names—Descrirtive Worps 1x ComBrnation—Uwnrairn Comreti- 
TION. 


Trade-names containing words descriptive of the business will be 
protected from unfair competition when to the descriptive words 
there have been added fanciful words, or words of personal or geo- 
graphical significance, so that the entire name becomes an original 
combination. 

Appeal from a decision of the Superior Court of Spokane 
County in favor of the plaintiff. Decree cancelled and action dis- 


missed (Cuapwick, C. J., and Futvertron, J., dissenting). 


Guy B. Groff, Wm. Hatch Davis, and White & Randall, all of 
Spokane, for appellant. 

Voorhees & Canfield, of Spokane, for respondent. 

MackintosH, J.: The respondent was incorporated under the 
laws of the state of Washington in the year 1900, the incorporators 
being Knight and Stone, who organized their company under the 
name of “Diamond Drill Contracting Company.” The appellant 
was incorporated under the laws of this state in 1913, the incorpora- 
tors being one Mitchell, his wife and son, the name under which they 
incorporated being “International Diamond Drill Contracting Com- 
pany.” The respondent commenced this action to permanently en- 








206 NINE TRADE-MARK REPORTER 


join the appellant from the use of the latter name, or any name con- 
taining the words “Diamond Drill” or “Diamond Drill Contracting 
Company.” For many years prior to 1900 the tool known as the 
diamond drill had been in use throughout the world, the feature 
which distinguishes the diamond drill from other drills being the 
use of a cutting surface set with carbon diamonds, the drill being 
used to secure a core of the rock in the line of the drill hole, this 
core being brought to the surface, through the drill for examination. 
Prior to 1900 Knight and Stone had been employed by the Sullivan 
Machinery Company, which was engaged in the manufacture and 
sale of mining supplies, among them the diamond drill, and, in- 
cidently, was contracting to drill with diamond drills for different 
individuals or companies desiring to have their properties pros- 
pected. Knight and Stone, leaving the employ of the Sullivan 
Machinery Company, engaged as partners in the business of drilling 
by contract with diamond drills for owners of property desiring to 
have mineral prospecting done by means of drilling. They then 
incorporated the respondent, 95 per cent. of the activity of which is 
contracting business, the other 5 per cent. consisting of the manu- 
facture and sale of diamond drills. Since 1904 these drills had 
been known as the “double tube return water core barrel drills,” 
patent for which was issued to Knight and Stone. The respondent 
in its business had acquired a reputation for ability and reliability, 
and had paid out large sums of money in advertising its business 
under the name of “Diamond Drill Contracting Company,” and had 
become well known in the diamond drill contracting business by the 
name of “Diamond Drill Contracting Company.” Mitchell for some 
years had been a diamond driller in the employ of the Sullivan 
Machinery Company, and, after leaving that company, had been em- 
ployed by the respondent for a few months in the year 1911 as a 
drill foreman. After he had organized the appellant company it 
engaged in Spokane, within a very few blocks of the main office of 
the respondent, in the diamond drill contracting business. It also, 
as a minor portion of its business, engaged in the manufacture and 
sale of diamond drills of a design similar to that manufactured by 
the respondent, but made under what is known as the Jenkins’ 
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patent. The appellant for some time conducted its operations with 
drills manufactured by the respondent and purchased from it, but a 
few months before the beginning of this action the appellant began 
to engage in the manufacture and sale of machines on its own ac- 
count under the Jenkins’ patent. 

At the time of the trial there were in the United States and 
Canada some half a dozen or more firms or corporations which were 
taking contracts to drill with diamond drills, but only one or two of 
these companies other than the two involved in this litigation in- 
cluded in their names the words “Diamond Drill Contracting Com- 
pany,’ one company so doing being the Smith & Travers Diamond 
Drill Contracting Company of Canada. Respondent predicates its 
right to enjoin the use of the words “Diamond Drill Contracting 
Company,” first, upon section 3680, Rem. Code, and, second, upon 
the fact which it alleges that the name “Diamond Drill Contracting 
Company” had acquired a secondary meaning, and respondent had 
therefore a right to its exclusive use as a trade-name, and should 
be protected from the use of a similar and misleading name by the 
appellant. 


First, section 3680, Rem. Code, reads, so far as material to this 
controversy, as follows: 


“No corporation shall take the name of a corporation theretofore 
organized under the laws of this state, * * * nor one so nearly resembling 
the name of such other corporation as to be misleading. The secretary 
of state shall refuse to file said articles of incorporation of any association 
or corporation violating the provisions of this section.” 

The secretary of state, having accepted the filing of the articles 
of appellant, has exercised his discretion, and determined that the 
two names are not misleading. The appellant argues therefrom 
that the respondent is bound by that determination, and in this 
action cannot collaterally attack the action of the secretary of state, 
and that such action can only be reviewed in a direct proceeding, and 
then only for mistake, abuse, or want of jurisdiction, and, if there 
was a ground for an honest difference of opinion, the secretary of 
state having exercised his judgment, that exercise cannot be here 
reviewed. State v. Forrest, 13 Wash. 268, 43 Pac. 51. It is prob- 
ably true that the action of the secretary of state in allowing the 
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filing of the appellant’s articles cannot be brought into question in 
this proceeding, and in a direct action against the secretary of state 
for the purpose of securing the cancellation of such filing the court 
would not interfere with the exercise of his discretion, for, as we 
said in State ex rel. Progressive M. P. Co. v. Howell, 96 Wash. 
163, 164 Pac. 917: 

“ It may also be true that had the names of these corporations, in- 
stead of being exactly alike, only resembled each other with a difference 
such as to furnish room for honest difference of opinion as to whether they 
so resembled each other ‘as to be misleading,’ thus presenting a question 
for the exercise of judgment on the part of the secretary, * * * we would 
not award relator relief by mandamus.” 

But this view of the action of the secretary of state does not 
exclude the consideration of the other phase of section 3680, which 
provides that no corporation shall take the name of a corporation 
theretofore existing nor a name so closely resembling the name of 
such other corporation as to be misleading. In other words, the 
section provides that no corporation shall take a misleading name, 
and that the secretary of state shall not allow the filing of the 
articles of incorporation of such company. As we have said, we 
cannot in this action interfere with the filing which has already 
taken place, but if the second company has taken the name of a 
corporation theretofore existing or taken a name which is so similar 
thereto as to be misleading, we can prevent in this action the second 
company from continuing to use such name. G. L. of A. O. U. W., 
etc., v. W. R. Graham, 96 Iowa 592, 65 N. W. 887, 31 L. R. A. 
133; Soc. of War 1812 v. Soc. of War 1812, etc., 46 App. Div. 568, 
62 N. Y. Supp. 355; Edison Stor. Bat. Co. v. Edison Auto Co., 67 
N. J. Eq. 44, 56 Atl. 861. 

This presents to us a question of fact as to whether the prefix- 
ing of the word “International” to the name theretofore used by the 
respondent is the adoption by the respondent of a name “so clearly 
resembling the name of” the respondent “as to be misleading.” It 
may be that the use of these two names would result in some con- 
fusion. The testimony disclosed by the record on the question of 
the confusion that arose by reason of the similarity of names of the 
two companies is embraced in these incidents: The officers of the 
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respondent testify that the appellant, so far as they know, has never 
obtained any business that was intended for respondent, and that 
the appellant made no effort to represent itself as the respondent, 
nor did it make any fraudulent representations to secure contracts. 
They further testify that at numerous times telegrams addressed to 
Mitchell were delivered to respondent, and that a great many local 
and long-distance calls, telegrams, invoices, and express packages 
intended for appellant had been delivered at respondent’s office. 
The employees of the appellant testified that from the time of ap- 
pellant’s organization until the time of trial two letters, one tele- 
gram, but no telephone calls, had been received at the office of ap- 
pellant which were intended for the respondent; that the attention 
of the mail carrier having been called to the misdelivery of these 
letters no trouble of that character thereafter occurred. There was 
no evidence produced showing that there had been any loss of busi- 
ness to the respondent by reason of this confusion which has been 
shown, nor has the appellant obtained any information concerning 
the respondent’s business, nor has the appellant taken advantage of 
the confusion, such as it was, to benefit thereby. But confusion is 
not what is inhibited by the statute; “misleading” is the term, and 
that means calculated to lead astray or lead into error, and must 
refer, not to casual mistakes as to identity, but to the leading into 
error of persons contemplating or engaged in transactions with the 
respondent. In determining whether names are misleading by rea- 
son of similarity, attention must be paid in each case to the nature 
and extent of the business being conducted. It may be that names 
used in certain places or lines of business or among certain classes 
of people would be greatly misleading, while if used in other places, 
lines, or among other people there could be no one misled. The 
testimony here shows that the drill contracting business is confined 
to a very narrow field; the general public never is a customer. The 
activities of these companies are confined nearly exclusively to 
operating for mining men and concerns, and among such customers 
it is generally known who are available in the drilling field, and the 
corporate name does not mean as much as the reputation of the in- 


dividual who does the actual drilling. No commodity or service is 
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being offered to a large class of prospective customers by the re- 
spondent and appellant, but a very small group ever is in the market 
for this service, and this group is engaged in such business and is 
composed of such persons that the chance of any of them being mis- 
led by such similarity as exists in the two names here involved is 
remote indeed. The evidence does not disclose that there has been 
any such misleading, and we cannot say, as a matter of fact, that 
the evidence satisfies us that the names are so similar as to be mis- 
leading. Pacific Coast Milk, etc., Co. v. Frye, 85 Wash. 133, 147 
Pac. 865. The statute does not confine its protection of the name of a 
corporation first adopting it to any particular or special class of 
name, and the protection afforded is more comprehensive than that 
given under the law of trade-name or trade-mark, and protects even 
those using purely descriptive titles without secondary meaning, but 
this protection is always against the use of a name “‘so clearly re- 
sembling”’ the prior name “‘‘as to be misleading.” 

Section 9492, Rem. & Bal., prohibiting the counterfeiting or 
taking of similar trade-marks, is analogous to section 3680, and un- 
der it we have held that any character of words may be trade- 
marked independent of the restrictions of the general trade-mark 
law. 

“Respondent’s second assertion is based on the ground that the word 
‘Groceteria’ is descriptive of the grocery business, and therefore is not such 
a word as could become the subject of a trade-mark. It would seem that 
the statute above quoted would be controlling here, and answer this argu- 
ment contrary to respondent’s contention.” Groceteria Stores Co. v. Tib- 
bett, 94 Wash. 99, 162 Pac. 54, L. R. A. 1917 C, 955 [7 T. M. Rep. 211). 

Respondent says that it embarked upon what was virtually a 
new course of business when it entered into the diamond drill con- 
tracting business; that prior to that time, although there had been 
contracting done, it had only been done as the incidental and minor 
operations of concerns primarily engaged in the manufacture and 
sale of drills; that, having thus entered into such business, it in 
reality created a new business, and therefore was privileged to take 
and hold a word descriptive of that business as its corporate name, 
and that through the creation and development of its business those 


words have now become possessed of a secondary meaning, that they 
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now constitute a trade-name of the corporation, and that the name 
has acquired among mining men and the public generally a meaning 
different from the obvious meaning of the words, and that it now 
signifies the respondent company itself. The testimony of Knight, 
one of the two incorporators of respondent, discloses the following: 


“Q. Were you and Mr. Stone partners in the diamond drill contract- 
ing business? A. Well, yes, we came out here as agents and partners of 
the Sullivan Machinery Company. 

“Q. Then afterwards you quit the Sullivan Machinery Company and 
went in business for yourselves? A. We did. 

“Q. As partners, Knight & Stone? A. Knight & Stone; yes. 

“Q. You continued in that relation until you incorporated in 1900? 
A. Yes; a couple of years. 

“Q. During the time that you were partners, Mr. Knight, you were 
representing the Sullivan Machinery Company, and after that you were 
diamond drill contractors, weren’t you? A. Yes. 

“Q. Mr. Knight, the words ‘diamond drill’ are a description of the drill 
that was exhibited there in your office this morning? A. Yes. 

“Q. That is known as a diamond drill, isn’t it? A. That is known as 
a diamond drill; yes. 

“Q. And the reason of that is because diamonds are used instead of 
steel for cutting the rock? A. I suppose that is the reason they call 
them diamond drills. 

“Q. It is generally known and has been known for a long time? 
A. Yeas % b. 

“Q. Where did that name originate? <A. I think it was really orig- 
inated in France. I think that is where the first diamond drill was made 
that I can find out. 

“Q. How long ago? A. Oh, I cannot tell. 

“Q. A couple of hundred years ago? A. No; about 40 years ago, 
something like that. 

“Q. Who were the first companies to use that in this country? 
A. Well, I don’t know. The Sullivan Machinery Company of Claremont, 
N. H., was the first, and the Toole Manufacturing Company of Chicago. 

“Q. And the Toole Manufacturing Company was absorbed by the 
Sullivan Machinery Company, and it is now one and the same thing, isn’t it? 
A. Yes; it is now one and the same thing. 

“Q. Were you in the employ of the Sullivan Machinery Company at 
that time? A. No. 

“Q. When did you go into the employ of the Sullivan Machinery 
Company? A. In 1886. 

“Q. Were they using the name diamond drill then in designating their 
diamond drills? A. They called themselves the Sullivan Machinery Com- 

any. 
: iQ. I understand. They designated this particular machine as a 
diamond drill, didn’t they? A. They advertised that they were manu- 
facturing and selling diamond drills; yes, sir, certainly. 

“Q. When you were with the Sullivan Machinery Company any per- 
son or association of persons that were doing a contracting business and 
using one of these machines were called diamond drill contractors, weren’t 

they? A. Yes; they have been called diamond drill contractors. 
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“Q. And they have been ealled that all over the world? <A. All over 
the world; yes. 

“Q. And that name did not originate with you? A. The Diamond 
Drill Contracting Company did. 

“Q. I say the words ‘diamond drill’ or ‘diamond drill contractors’ did 
not originate with you? A. No; it did not originate with us. 

“Q. How would you term a firm or association of people that were 
using diamond drills and doing a diamond drill contracting business? 
A. I would call myself diamond drill contractors for prospecting mineral 
lands with a diamond drill. 

“Q. Why didn’t you select your name as a corporate name? A. We 
thought that was a pretty good name. 

“Q. Why did you select the name Diamond Drill Contracting Com- 
pany? <A. It was a euphonious, harmonious name. 

“Q. Now, Mr. Knight, when you selected that name, it was a name 
that was known generally by diamond drill salesmen, by diamond drill em- 
ployees, and by people who contemplated having diamond drilling as a 
name given to designate a certain kind of business, didn’t you? A. Well, 
the fact of the matter is— 

“Mr. Voorhees: Wait a minute. 

“Q. I will ask it again. You knew, Mr. Knight, when you selected that 
name, that it was a name designating a given line of business, didn’t you? 
Just answer that question Yes or No. A. No; I don’t know as I did. 

“Q. You don’t know that it did? A. No. . 

“Q. Didn’t you just testify a while ago that the machine was known 
as a diamond drill? A. Yes. 

“Q. Didn’t you testify a while ago that ever since you had known 
anything about the business that men who collected themselves together were 
known as diamond drill contractors? A. Yes, sir. 

“Q. And didn’t you testify a while ago that any association of men 
were known as the diamond drill contracting company? A. These fel- 
lows were all— * * * 

“Q. Didn’t you testify a while ago that when an association of men 
got together and went into this business they were known as diamond drill 
contractors? Just look at me. * * * A. Not entirely. * * * They are not all 
called diamond drill contractors. Some are called exploration companies, 
and some call themselves diamond drill contractors, and some contractors 
for prospecting mineral lands with a diamond drill, and all the way down 
the line you can form 100 combinations with those words. 

“Q. But they are most generally known, Mr. Knight, as diamond 
drill contractors? A. I suppose you might say they are generally known 
as diamond drill contractors. 

“Q. Now, Mr. Knight, isn’t it a fact that when you took that name 
you did not take it for its beautiful sound, but you took it because it is 
simple and generally designated the business you were engaged in? A. It 
certainly does designate the business we were in. When we took that name 
there were very few diamond drill contractors in this country. That was 
in the early days, and there was very little known about diamond drilling 
at that time, and all of these other fellows have come in since that time. 

“Q. Allof them? A. Every one.” 


While individuals or corporations may do business under names 
which consist merely of descriptive words or generic or geographical 
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words or words in common use or words out of their common use, or 
may create new words or new combinations of letters which cannot be 
properly designated as accepted words, yet an individual or corpora- 
tion, taking as a business name words which are merely descriptive 
of the business in which he or it is engaged, will not be protected 
in the exclusive use of that name unless, being the first in the field, 
he or it can be said to have originated that line of business and ap- 
plied a name to such business, and that the words which were 
merely descriptive of the business have thus acquired a secondary 
meaning, and have by reason of the originality of their application 
to a new line of endeavor come to stand for the individual or cor- 
poration first using them. We are not here concerned with the 
question of the infringement of a trade-mark nor with the question 
of a trade-name as applied to a class of commodities, but this case 
only presents the question of a trade-name as it relates to a business. 
Northwestern Knitting Co. v. Garon, 112 Minn, 321, 128 N. W. 288. 
The respondent, while it contends that it was the first one to engage 
as a company in the diamond drilling contracting business, does not 
claim that by reason thereof it occupied any exclusive field. It 
concedes, as it must, that any one possessed of a diamond drill and 
the desire to contract for service therewith may do so, but merely 
contends that it is entitled to the exclusive use of the name “Dia- 
mond Drill Contracting Company.” 

It must be conceded that a corporation cannot adopt words 
purely descriptive of an already existing business and thus acquire 
an exclusive right to their use. Elgin Butter Co. v. Elgin Creamery 
Co., 155 Il. 127, 40 N. E. 616; Ind. Mutual Dep. Co. v. Central 
Mutual Dep. Co., 112 Ky. 937, 66 S. W. 1032. 

In its final analysis, then, this point in the case is resolved into 
the determination of a question of fact. If the respondent when it 
organized can be said to have been the discoverer, promotor, and 
pioneer in a new business, it might then have given to that business 
a name which it could exclusively enjoy as against all others who 
might subsequently engage in that line of business. But if, on the 
other hand, at the time of its organization the business of drilling 
with diamond drills was known and being carried on by individuals 
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or by corporations, the respondent could not then, by merely first 
combining the words into the name, acquire exclusive ownership of 
that name. The first corporation which engaged in the dry goods 
business might have had the right to the use of the words “Dry 
Goods Company,” but if the dry goods business had been known and 
carried on for some time, a company could not then be organized 
and take the name of the “Dry Goods Company,” and exclude from 
the use of those words any other company engaged in the same busi- 
ness which desired to use those words in combination with any others 
which it might see fit to adopt. The respondent admits that at the 
time of its organization the diamond drill manufacturing business 
was being conducted incidentally by some machinery companies, and 
that the diamond drill contracting business was being conducted by 
certain individual contractors, but it says that, so far as the com- 
panies were concerned which were engaged in the business, they 
were only so engaged incidentally to the manufacture and sale of 
mining machinery, and that so far as the individual contractors were 
concerned they were engaged in the business in a small way, and not 
as companies, and that the respondent is the first company to engage 
in the business as its principal and primary object. This evidence 
is not such as to establish the status of the respondent as the origi- 
nator of the business, and cannot entitle it to the exclusive use of the 
words which it has adopted as its name. The fact that there were 
diamond drill contractors at the time respondent commenced as a 
diamond drill contracting company puts it out of the class of origi- 
nators and puts it into the class of imitators. More than this, the 
evidence is not compelling that the words have in their use by the 
respondent acquired a secondary meaning. 

While the words are descriptive and in common use they yet 
may be combined into a trade-name, and that trade-name will be 
protected when it has acquired a meaning identifying the particular 
corporation using it and its business. 38 Cyc. 765; Nims, Unfair 
Competition and Trade-Marks (2d Ed.) 70. Or, differently stated, 
words publici juris are not protected from use in their primary 
sense, but only in their secondary sense. The evidence does not 
show that the words “Diamond Drill Contracting Company” have 
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ceased to have their usual meaning as indicating a company engaged 
in the business of contracting to drill with diamond drills, and have 
now the meaning and are generally understood by the public as 
referring only to the respondent. The only evidence tending to 
show this was the evidence of one witness for the respondent, who 
testified that he knew of no other company by the name of “Diamond 
Drill Contracting Company,” and that to his mind that name meant 
the respondent. This evidence is not sufficient. The public inter- 
ested must have been shown to have understood these words to have 
acquired a new meaning. The evidence only went to the extent of 
showing that the respondent had become favorably and extensively 
known, and enjoyed a good reputation for integrity and ability. 
There is no question of fraud in any representations made by the ap- 
pellant. As we have seen, there is no representation made by the 
appellant that its business was the business of respondent. The 
name it was using was being used without deception, and the words 
of that name in so far as they were identical with respondent’s name 
were merely descriptive of the business in which they were both 
engaged. Pacific Coast, etc., Milk Co. v. Frye, 85 Wash. 133, 147 
Pac. 865 [5 T. M. Rep. 236]. The appellant had a right to use 
words which were descriptive of the business in which it was 
mutually engaged with the respondent; those words being ones which 
the public still used to indicate the business followed by both of 
them. 

Those cases in which we have heretofore protected a trade- 
name from unfair competition are cases in which to the words de- 
scriptive of the business has been added some fanciful word or a 
word of personal or geographical significance, and partaking of the 
nature of a fanciful name, the entire name thus becoming something 
more than a mere description of the business in which the company 
using it was engaged. In these cases the originality of such com- 
bination has been protected. These cases are distinguished from 
the case at bar by the fact that here the respondent has added noth- 
ing to words merely descriptive of its business. Eastern Outfitting 
Co. v. Manheim, 59 Wash. 428, 110 Pac. 23, 35 L. R. A. (N. S.) 
251; Rosenburg v. Fremont Undertaking Co., 63 Wash. 52, 114 
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Pac. 886 [1 T. M. Rep. 250]; State ex rel. Collins v. Howell, 80 
Wash. 649, 141 Pac. 1157; Martell v. St. Francis Hotel Co., 51 
Wash. 375, 98 Pac. 1116, 16 Ann. Cas. 593; Wright Restaurant Co. 
v. Seattle Rest. Co., 67 Wash. 690, 122 Pac. 348 [2 T. M. Rep. 
197|; S. F. Oyster House v. Mihich, 75 Wash. 274, 134 Pac. 921; 
New York Life Ins. Co. v. Orpheum Theater, 100 Wash. 573, 171 
Pac. 534 [8 T. M. Rep. 220]. 

A case illustrative of the use of words not descriptive of the 
business at all, but purely fanciful or original, is Groceteria Stores 
Co. v. Tibbett, 94 Wash. 99, 162 Pac. 54, L. R. A. 1917 C, 955 
[7 T. M. Rep. 211], which case presents a similarity to the instant 
case, in that it dealt with the establishment of a new business or a 
new form of an old business, but to describe the new industry a new 
word was coined. Of course, the cases are dissimilar, in that the 
Groceteria Stores Case arose under the trade-mark statute. 

The decree of the lower court is cancelled, and the action dis- 
missed. 


To_tmMAN, Mount, Mircuett, Marin, Parker, and Hotcoms, 
JJ., concur. 


Cuapwick, C. J., and Futterton, J. (dissenting): A cor- 
poration cannot adopt words purely descriptive of an already ex- 
isting business, and thus acquire an exclusive right to their use. 
Elgin Butter Co. v. Elgin Creamery Co., 155 Ill. 127, 40 N. E. 616; 
Ind. Mutual Dep. Co. v. Central Mut. Dep., etc., 112 Ky. 937, 66 
S. W. 1032. The diamond drill was being used when the respond- 
ent was incorporated, but the diamond drill contracting business did 
not exist as a well-recognized form of contracting business. As far 
as it existed, it was purely incidental to the manufacture and sale 
of diamond drills by one or two corporations whose names did not 
indicate that they were engaged in the diamond drill contracting 
business. It then is true that the respondent, through its advertis- 
ing, its efforts, and its conduct of its business, has developed a con- 
tracting business for the drilling by diamond drills where no such 
business had theretofore existed on any such scale. It is true that 


the name under which it operated is composed of words which are 
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merely descriptive of the business in which it is engaged, that it 
invented no new name, created no combination of letters into a 
hitherto unknown word with which to describe this new business in 
which it embarked, yet through its years of operation it established 
in these four words, which when originally combined were de- 
scriptive of the business, a secondary meaning, so that persons 
interested in securing the services of contractors to drill with 
diamond drills when they saw the words “Diamond Drill Con- 
tracting Company” knew that the respondent was thereby in- 
tended, and that those words stood for and represented the respond- 
ent and its business. 38 Cyc. 765; Nims, Unfair Competition and 
Trade-Marks (2d Ed.) p. 70. These words were, as we have indi- 
cated, merely descriptive or generic words, and probably could not 
have been protected under the trade-mark law, but are entitled to 
protection if through their use they had acquired a secondary mean- 
ing. In other words, these descriptive words have become cemented 
into a trade-name, and have solidified into a definite and determined 
combination the name of the respondent, which identifies the re- 
spondent and its business, and the use of which name will be pro- 
tected. 

It is to be remembered that we have not here under considera- 
tion a trade-mark infringement. Northwestern Knitting Co. v. 
Garon, 112 Minn. 321, 128 N. W. 288. We must concede that the 
respondent has no right, and it is claiming none, to the exclusive 
possession of the field of diamond drill contracting. That field is 
open to whoever has a diamond drill and the desire to contract for 
its operation, but the respondent is entitled to use exclusively those 
words which it assembled and used to designate a new business 
which it had placed in the field of operation. The respondent has 
taken and opened a new field of industry, and given to it a name, 
which name in its use has become of value, and now constitutes one 
of its principal assets, and although that field may be tilled by 
others, they cannot do so under the name which has become a desig- 
nation of respondent, though at first it described a business. By 
adding the word “International” to respondent’s name the appellant 


does not so obliterate the secondary meaning that is attached to 
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those words as to protect the respondent’s right in that name. The 
appellant contends that in any event the respondent has shown no 
such injury by the appropriation of its name as to entitle it to the 
relief sought. It may be that the evidence does not disclose that 
there has been a great deal of confusion in the affairs of respondent 
by reason of the appellant’s use of the name, but it is not necessary 
that there should be such a showing in order for respondent to main- 
tain its right to its trade-name. It is sufficient to show that probable 
injury would result if it is shown that actual interference has taken 
place; that is sufficient injury to entitle it to an injunction. 

The argument of appellant that this case presents no question 
of a trade-name is stated as follows: 


“When the respondent adopted the descriptive words they were not 
descriptive of the respondent’s business alone, for others were in the same 
business, and reinain so to this day. The doctrine of secondary meaning 
does not apply to a name under which an individual or association does 
business where the words composing the name are merely descriptive of 
the business. “The entire doctrine of trade-names presupposes that the 
public has no need to use the word in referring to the article to which it is 
applied. Thus the public has need of the word “Ivory” to describe elephants’ 
tusks; it has no need of the word “Ivory” to describe soap.’ Nims on 
Unfair Competition (2d Ed.) 67. So the name which through use may 
acquire a secondary meaning, while it may be a word in common use and 
publici juris as a part of the English language, must not be a word neces- 
sarily descriptive of the article or business to which it is applied. As 
suggested by Mr. Nims, no one could acquire the exclusive right to the 
word ‘Ivory’ as applied to elephants’ tusks, because necessarily descriptive, 
yet the right to use the same word in connection with soap may be ac- 
quired because the word was not, until used by the makers of Ivory Soap, 
in any way descriptive of soap. There can be no secondary meaning of a 
word until that word has been so used in connection with an article or 
business that in the understanding of the public the word no longer has its 
usual significance, but is understood to mean the goods or business of the 
complainant. Its use then becomes a representation that the article or 
business with which it is connected is the article or business of the com- 
plainant.” 


Throughout the appellant’s brief it recurs to the fact that when 
the respondent adopted the descriptive words they were not de- 
scriptive of the respondent’s business alone, for the reason that there 
were others in the same business. This is best exemplified by the 
concluding paragraph of appellant’s reply brief: 


“That the incorporation of respondent under the name assumed by it 
did not determine its right to the exclusive use of that name; that right de- 
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pended, not upon the secretary having granted it a charter under that name, 
but upon whether the words or combination of words composing its name 
were such that it could lawfully appropriate them to its exclusive use, 
as having invented or coined them, or being the first to use them. That it 
may have been the first corporation to make use of them in a corporate 
name gives no exclusive right. If they were in common use, they had be- 
come free ‘to all.” , 

With these contentions we must agree as a matter of law, but, 
as we have already shown, the respondent was not only the first to 
use the name, but was the first to actually engage in the diamond 
drill contracting business as a business. Although the case of 
Groceteria Co. v. Tibbett, 94 Wash. 99, 162 Pac. 54, L. R. A. 1917 
C, 955 [7 T. M. Rep. 211], arose under the trade-mark statute, it 
presents a similarity to the instant case, in that it dealt with the 
establishment of a new business or a new form of an old business, 
but to describe that new business a new and fictitious word was 
coined. 

The offense of the appellant does not lie in the use of the com- 
mon words employed to describe its business, but in the adoption of 
a combination of words which will tend to the confusion of respond- 
ent’s business. A complete answer to the argument of the majority 
is to be found in the statute. There is no room for construction. 
The question is not whether in the opinion of the judges the names 
may be similar or dissimilar, but whether the name adopted so nearly 
resembles “the name of such other corporation as to be misleading.” 
This result is evident to the mind, and is confirmed by the proof. 
If the statute will not protect a business unless it has coined some 
new word as descriptive of its business or as a name to designate and 
distinguish it as a corporation, it is a vain and useless thing. Re- 
spondent, having virtually created a business which did not exist be- 
fore, is entitled to the use of the particular name which it applied 
to that business to the exclusion of other corporations who have the 


right to engage in the same business, but not under the name con- 


taining the words “Diamond Drill Contracting Company.” 
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Tue Arrow Exvectric Company v. NortH East Evectric Company 
(259 O. G. 778) 


District of Columbia Court of Appeals 


December 2, 1918 


i. Trape-Marks—C rass or Goons. 

Electric lighting and starting apparatus, including switches, relays, 
etc., are goods of the same descriptive properties as electric switches 
and the like. 

2, ‘Trape-Marxs—SIMILariry. 

A mark consisting of a circle enclosing a dim outline of the map 
of the Western Hemisphere upon which appeared the letters “N” and 
“E” with an arrow extending between them, pointing in a _ north- 
easterly direction was refused registration because of similarity to a 
mark consisting of an arrow extending in a parallel direction through 


the letter “E.” 
Mr. T. Walter Fowler and Mr. Hubert Newsom for the ap- 
pellant. 
Mr. C. Schuyler Davis for the appellee. 


Van Orspex, J.: This is a trade-mark opposition, in which 
appellant, The Arrow Electric Company, opposes the registration 
by appellee, North East Electric Company, of a trade-mark which, 
stripped of the portions disclaimed, consists of a circle in which is 
a representation of that portion of the globe embraced within the 
Western Hemisphere, upon which are inscribed the letters ‘““N” and 
“E” with an arrow extending between them pointing in a northeast- 
erly direction. 


The mark is alleged to have been used since October, 1909, 
upon— 


“complete electric lighting and starting apparatus for motor-vehicles, and 
component parts thereof, including dynamo-electric machines, switches, 
relays, regulators, lights, power-transmission mechanism, and repair parts.” 

From an order dismissing the opposition and granting regis- 
tration of appellee’s mark, this appeal was taken. 

Opposer alleges prior use upon electric specialties, including 
electric switches, of a trade-mark consisting of an arrow alone and 
also of an arrow extending in a parallel direction through the letter 
“E.” The latter mark may alone be considered. Priority of use 





| 


eT 


t 


ee ee ne 


ee 


THE ARROW ELECTRIC CO. V. NORTH EAST ELECTRIC CO. 221 


is conceded, as indeed it must be, to opposer, and it is unnecessary 
to consider the question of similarity of the goods upon which the 
respective marks are used. They are goods of the same descriptive 
properties. Hence, the sole question is whether the marks are so 
similar as to be likely to create confusion in trade. 

It is conceded that opposer was the first to use the arrow alone 
as a trade-mark for electrical goods. This fact, however, would not 
prohibit its use by appellee, if so associated with distinguishing 
features as to forbid the probability of confusion. The mark of 
each of the parties consists of an arrow associated with certain dis- 
tinguishing features. Are the distinguishing features in the marks 
so dissimilar as to escape the prohibition of the statute? We think 
not. It appears that the opposer used the arrow in association with 
the letter “E,”’ sometimes with and sometimes without a circle, and 
that its goods were known as the “Arrow E” goods. The mere 
fact that appellant is the originator of the arrow as a trade-mark 
for electrical goods does not prevent it from becoming the essen- 
tial and dominating feature of marks in which it is used, associated 
with distinguishing features. The dominating feature of the marks 
before us is the arrow, and the distinguishing feature in each mark 
is the letter “E” so prominently associated that opposer’s goods are 
known as the “Arrow E” goods. Appellee company has added to 
appellant’s mark only the letter ““N” and the dim outline of a map 
as a background, which, in effect, constitute the only distinguishing 
features between the two marks, except possibly the relative posi- 
tion of the arrow in the respective marks. On the whole case, we 
think the marks are sufficiently similar to come within the inhibition 
of the statute. 

The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law required. 

Reversed. 


| 
i 


pp i gn 


a ee Pe 

































Bars Fee or et ce et a te 


a 





222 NINE TRADE-MARK REPORTER 


Tue Attias UNperwear Company v. B. V. D. Company 
Court of Appeals of the District of Columbia 
March 3, 1919 


Trape-Marxs—Recistration—Ricuts oF Orproser. 

One opposing the registration of a trade-mark is not required to 
show a superior right to the applicant in order that it may successfully 
resist the application; it will be sufficient if it is on an equal footing 
with the applicant and can show probable damage resulting from the 
registration. 

On appeal from a decision of the Commissioner Patents. Af- 
firmed. 


See 8 T. M. Rep. 230. 


Mr. C. H. Duell, Mr. F. P. Warfield, and Mr. C. A. Watson, 
for appellant. 
Mr. Hans V. Briesen for appellee. 


Smitu, C. J.: The B. V. D. Company opposed the applica- 
tion of the Atlas Underwear Company for the registration of a 
trade-mark for underwear, consisting of an oval within which is the 
picture of a young man wearing a union suit while he is being 
measured with a tape line extending from the crotch to the right 
shoulder, where it is held by two hands of a second person. A de- 
cision in favor of the opposer was given by the Commissioner of 
Patents. 

It is clearly established that for many years the opposer had 
been engaged in the distribution and sale of men’s union suits 
throughout the United States and in foreign countries, and that for 
sometime it has been accustomed to use representations quite similar 
to applicant’s in its catalogues and on the boxes containing its 
goods; that the covers of some of these boxes, and advertising mat- 
ter put out by it, carry a picture of a man dressed in underwear 
only, and inclosed in a circle similar to the one in the mark which 
the applicant seeks to register. The illustrations on the boxes 
have been in use by the opposer since 1912, and those in the cata- 
logues since 1910. Applicant claims no use of its mark prior to 
April 1, 1915. 
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Applicant does not deny the identity of the marks, as we under- 
stand the argument, but contends that its mark is registerable in the 
absence of a superior right in the opposer; that the latter has failed 
to prove trade-mark use, or use analogous thereto, of its mark, and 
therefore it has not a superior right and is not entitled to object to 
the registration of applicant’s mark. 

We do not think the opposer is required to show a superior 
right in order that it may successfully resist the application. If it 
is on an equal footing with the applicant and can show probable 
damage, that will be enough. This court has declared more than 
once that a trade-mark use of a mark by an opposer is not necessary 
in a proceeding such as the one before us. Natural Food Company 
v. Williams, 30 App. D. C. 348, 350; H. W. Johns-Manville Com- 
pany v. American Steam Packing Company, 33 App. D. C. 224, 
226; Electro Steel Company v. Lindenberg Steel Company, 43 App. 
D. C. 270, 273 [5 T. M. Rep. 295]. The record discloses that the op- 
poser was using the mark under consideration in connection with its 
business prior to the applicant’s coming into the field. It thereby 
acquired a right to its use, although not necessarily an exclusive 
one. If registration is granted to the applicant’s mark, that right 
would be sequestered and the applicant given a monopoly of the 
mark. This would likely result in damage to the opposer; hence, 
the latter has a right to resist the registration. 

The decision of the Commissioner of Patents, sustaining the 
opposition of the B. V. D. Company and denying to the Atlas Un- 
derwear Company the registration of the mark shown in its appli- 
cation on the goods therein specified is affirmed. 
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WapswortH, Howtanp & Co., INnc., v. Trussep CoNcRETE 
STEEL Co. 
Court of Appeals of the District of Columbia 
March 31, 1919 


Trape-Marxks—RecGistraTIon—Goops Usep ror SaME Purposes. 

Where it is sought to register a mark similar to one previously 
registered, the matter of actual use of the goods of both parties for the 
same purposes is not important; the likelihood of confusion depends 
as much upon the probabilities of the future as upon the experience 
of the past. 

Appeal from a decision of the Commissioner of Patents. Re- 


versed. 
See 8 T. M. Rep. 236. 


Mr. Everett E. Kent for appellant. 
Mr. W. Merle Smith for appellee. 


Per Curtam: Appellant corporation appeals from a decision 
of the Commissioner of Patents dismissing its opposition to the reg- 
istration by appellee of the word “Agatex” as a trade-mark for a 
liquid concrete hardening material. 

The opposition is based upon the prior registration and use 
by appellant of the words “Agate” and ‘“‘Agatene” as trade-marks 
for varnishes. It clearly appears that the goods bearing the marks 
of the opposer are capable of being used for the same purposes as 
the goods of appellee. There is evidence that such use has been 
made. The matter of actual use is not important, for it appears 
that the goods can be put to the same use, and the likelihood of con- 
fusion depends as much upon the probabilities of the future as upon 
the experience of the past. The same or similar use of the goods 
of the respective parties demonstrates like qualities, and the simi- 
larity of the marks furnishes convincing proof of the likelihood of 
confusion. 

The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law required. 
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In rE KawNeer MANvuFAcTURING CoMPANY 
Court of Appeals of the District of Columbia 
March 31, 1919 


Trape-Marks—RecistratioN—Descriptive TERMS. 
“Easyset” refused registration as a trade-mark for metal frame 
window sash, on the ground of its being descriptive. 


On appeal from a decision of the Commissioner of Patents. 


Affirmed. 
See 8 T. M. Rep. 229. 


Mr. Wallace R. Lane and Mr. Thomas E. Robertson for the 
appellant. 
Mr. T. A. Hostetler for the Commissioner of Patents. 


Per Curiam: This appeal is from the decision of the Com- 
missioner of Patents refusing appellant registration of the word 
“Easyset” as a trade-mark for window sash. 

The rejection is based upon the descriptive character of the 
word. It appears from the record that the term 


‘ 


“set” is common 
among builders as descriptive of the placing of structural elements 
in position. The thing upon which the mark is used is metal frame 
window sash, used for plateglass store fronts. In Detroit Show- 
case Co. v. Kawneer Mfg. Co., 250 Fed. 234 [8 T. M. Rep. 327], 
the court described the product of appellant company as follows: 

“The basis of this charge, broadly speaking, is that plaintiff and its 
predecessor were the first to make an all-metal store front construction, the 
nearest approach in the prior art being metal covered wood; that the all- 
metal construction is lighter, more artistic, and more easily set.” 

Considering the impression which the mark would make on 
those familiar with the use to which the product of appellant is 
put, we think the mind would at once be directed to the superior 
qualities of adjustment possessed by appellant’s product. As was 
said by the Commissioner: 

“When it is said that this construction is an ‘Easyset’ metal sash, it 


will probably convey to the mind of those familiar with such goods, that 
the parts are easily set in place, that the fitting is easy, and perhaps that 
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the glass is itself set in the sash in a manner where it rides easily without 
danger of breakage.” 


The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law 
required. 


Howarp L. Fisuer v. Cuas. R. Lona, Jr., Co. 
Court of Appeals of the District of Columbia 
March 31, 1919 


Trave-Marks—Recistration—Goops or SAME Descriptive PROPERTIES. 
“StaBrite” refused registration as a mark for a paint and 
varnish preserver, upon the opposition of a previous user of “Stabrite,” 
applied to a coating for the front ends and stacks of locomotives, the 
products of the parties being capable of being used interchangeably. 


On appeal from a decision of the Commissioner of Patents. 


Affirmed. 
See 8 T. M. Rep. 229. 


Mr. F. A. Whiteley and Mr. J. H. Ruckman for appellants. 
Mr. Frank S. Appleman for appellee. 


Per Curiam: This case is here on appeal from the decision 
of the Commissioner of Patents sustaining the opposition of appellee 
to the registration to appellant of the word “‘StaBrite” as a trade- 
mark for a varnish and paint preserver. 

Appellee has extensively used the mark “Stabrite’ “for the 
coating of the front ends and stacks of locomotives to preserve the 
metal over which it is applied.””. The marks are the same. Opposer 
used the mark long prior to any date claimed by appellant. The 
sole question is: Are the goods to which they are applied of the 
same descriptive properties? The product of each party is used to 
polish painted surfaces, and they can be interchangeably used for 
the same purpose. The Commissioner properly adjudged the case 
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to be ruled by Phoenix P. & V. Co. v. J. T. Lewis & Bros., 32 App. 
D. C., 285, and Fishbeck Soap Co. v. Kleeno Mfg. Co., 44 App. 
D. C. 6 [5 T. M. Rep. 327]. 

The decision of the Commissioner of Patents is affirmed, and 


the clerk is directed to certify these proceedings as by law required. 


IN RE THE Barrett Company 
Court of Appeals of the District of Columbia 
March 31, 1919 


Trape-Marks—ReEcIstTRaBILity. 

A design formed by horizontal and vertical lines embossed or in- 
dented into roofing material in such manner as to leave the surface of 
the roofing corrugated in squares is not a registrable trade-mark, since 
by being applied to the entire surface of the goods it ceases to be a 
mark, 

On appeal from a decision of the Assistant Commissioner of 


Patents. Affirmed. 
See 8 T. M. Rep. 236. 


Mr. C. W. Mortimer for appellant. 
Mr. T. A. Hostetler for the Commissioner of Patents. 


Per Curtam: Appellant appeals from the refusal of the 
Commissioner of Patents to grant registration of a trade-mark for 


roofing material consisting of a design formed by horizontal and 


vertical lines embossed or indented into the material in such man- 
ner as to leave the entire surface of the roofing corrugated in 
squares. 

The surface of the goods in this instance does not denote origin 
or anything which would indicate a trade-mark use. The corrugated 
surface is a mere structural feature of the goods, and, as such, the 
design is not registrable as a trade-mark. Herz v. Lowenstein, 
40 App. D. C., 277 [7 T. M. Rep. 31]. 

The Assistant Commissioner briefly disposes of appellant’s 
contention as follows: 


——- ~— 


ner 
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“The applicant suggests that if its mark had been one or two squares 
stamped in the corner of the sheet of roofing, there would have been no ob- 
jection to its registrability, if new, and asks what reason there is for refus- 
ing registration merely because the applicant has applied the mark all 
over the surface of the goods. The answer to this is that by applying the 
mark all over the surface, the mark ceases to be a mark on the surface 
and becomes the surface itself. The mark, if there was one, is entirely lost 
by the mere fact of uniform repetition over the whole surface. It is no 
longer capable of appealing to the beholder as a mark of origin, but would 
inevitably create the impression that it was something else.” 


The decision of the Commissioner of Patents is affirmed, and 
the clerk is directed to certify these proceedings as by law required. 
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tained in it. 
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